
 

 
	 	

JURIDISKA INSTITUTIONEN 
Stockholms universitet 

 

 
 
 
 

Potentiella handlingar 
 

Peter Siljendal 
 
 

Examensarbete i förvaltningsrätt, 30 hp 
Examinator:  

Stockholm, Höstterminen 2015 

FACULTY OF LAW 
Stockholm University 

 

 
 
 
 
The Registration of Mechanical 
Sounds as Trade Marks 
- A comparative study between European 
and U.S. trade mark law 

Peter Siljendal 
 
 

Thesis in European law, 30 HE credits 
Examiner:  

Stockholm, Spring term 2016 



 

ABSTRACT 
The aim of this thesis is to analyse the possibility of registering mechanical sounds as a 

European Union Trade Mark (EUTM) in light of recent amendments to the European Union 

Trade Mark Regulation (EUTMR).  

Today, the registration of trade marks at the unitary level no longer requires the trade mark to 

be represented graphically. In the U.S., federal trade mark law has since 1977 been shown to 

allow for the registration of sounds marks without a need of graphical representation. I will 

therefore investigate if there is any common ground between EU and U.S. trade mark law and 

if U.S. trade mark law has come further in its development of systems for handling the 

registration of sounds marks without the requirement of graphical representation, and how 

well these systems would handle the registration of a mechanical sound. Finally, I shall 

comment on if European trade mark law should adopt any U.S. systems in order to improve 

the EU trade mark system. 

The methods used for the analysis are therefore part European legal method, but also part 

comparative method. I will first compare the EU and U.S. legal systems as such and then 

move on to focus on the respective trade mark systems. 

The analysis will show that both legal systems in principle would allow for the registration of 

mechanical sounds as trade marks. The analysis will also show that both trade mark systems 

have similar purposes and goals, which they try to fulfil in different ways. In general, U.S. 

trade mark law has through both caselaw and legislation developed more detailed and precise 

methods for evaluating a signs possibility of registration as a trade mark, something that 

European trade mark law would do well in adopting, at least in part.  

However, due to the European trade mark law requirement of non-functionality and the 

practical effects of the anti-dilution provisions, it is highly unlikely that we will ever see a 

mechanical sound achieve trade mark protection within the EU. 
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Chapter 1 - Introduction 

1.1 - Background 
Trade marks have throughout the history of trade been used as a method to identify products 

and to distinguish the origin of one product from that of another. Such marks have fulfilled a 

variety of purposes, especially in the years before the industrial revolution where they were 

used for quality control by government agencies and for upholding the hermetic regimes of 

the craft guilds. After the liberalisation of the market, this all began to change. Whereas 

production and consumption of goods previously had for the most part taken place within the 

same geographical region, they could now be separated by a series of intermediaries, who 

would see to that the products travelled far before being purchased by the end consumer. Due 

to this evolution, trade marks took on a different role. They now enabled producers to 

communicate with the consumers, letting them know from where a product originated and of 

its quality, which made it easier for consumers to make repeated purchases of products they 

were pleased with.1 

The trade marks of today are today one of the most valuable assets an organisation can have. 

They are more than just tools for communicating the origin of goods and services. Paired with 

advanced marketing techniques they can also be symbols of wealth, status, taste and personal 

progress. If a trade mark becomes such a symbol, it also becomes a business asset in and of 

itself, apart from the goods or services it initially was used for.2 

Within the EU, in order for trade marks to acquire legal protection they are made subject to 

registration at EUIPO, established in Alicante, Spain. The laws governing trade mark 

protection within the EU are the European Union Trade Mark Regulation (EUTMR)3 and the 

Trade Mark Directive (TMD).4 

                                                
1 Kur, Annette & Dreier, Thomas, European Intellectual Property Law: text, cases & materials, Edward Elgar 
Publishing Ltd., Cheltenham, UK, 2013, p. 157. 
2 Id, p. 158. 
3 Regulation (EU) 2015/2424 of the European Parliament and of the Council of 16 December 2015 amending 
Council Regulation (EC) No 207/2009 on the Community trade mark and Commission Regulation (EC) No 
2868/95 implementing Council Regulation (EC) No 40/94 on the Community trade mark, and repealing 
Commission Regulation (EC) No 2869/95 on the fees payable to the Office for Harmonization in the Internal 
Market (Trade Marks and Designs) [2015] OJ L34. 
4 Directive (EU) 2015/2436 of the European Parliament and of the Council of 16 December 2015 to approximate 
the laws of the Member States relating to trade marks (Recast) [2015] OJ L336. 
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The provisions regarding what can be registered as a trade mark and what criteria results in a 

refusal of registration are the same in the EUTMR and the TMD.  

The EUTMR and TMD were amended in December 2015. Some of the new provisions 

contain administrative changes that are relevant for this thesis. First, the term ‘Community 

Trade Mark’, used in the previous regulation5 is replaced by the term ‘European Union Trade 

Mark’ or EUTM and the Office for Harmonization in the Internal Market (OHIM) changes its 

name to the European Union Intellectual Property Office (EUIPO) and is to referred to as ‘the 

Office’, art. 1-2 TMD.. For the remainder of this thesis, the terms ‘the Office’ and EUTM will 

be used when discussing European trade mark law. 

Also, of special interest is that the requirement of ‘graphical representation’ for trade mark 

registration is removed, meaning that now the only requirements are now that the sign must 

be capable of distinguishing the goods or services of one undertaking from those of other 

undertakings and that they are capable of being represented in the Register of EUTM:s, in a 

way that allows the authorities and the public to understand what exactly is protected, and for 

whom, art. 4 EUTMR. In theory, this opens up the possibility of registering several new types 

of trade marks. For example, sounds, not with musical notation, sonographs or spectrograms, 

but as the actual sound as it is heard by the listener, e.g. mechanical sounds, and it’s these new 

types of “sound marks” that are the object of this thesis. 

These new trade mark possibilities are of special interest for companies, for example in the 

automotive industry, who manufacture engines and motor vehicles that produce a distinctive 

sound, e.g. Harley-Davidson and Ducati with their unique sounding two cylinder engines or 

BMW and Porsche, with their straight six and boxer engines respectively. Sound marks could 

here theoretically complement the IPR-portfolios of these companies and further strengthen 

their market positions so that they may gain further return on investments within their 

research and development divisions. 

1.2 - Aims 
The previous requirement of ‘graphical representation’ was relatively simple to apply, and the 

ECJ has rendered some preliminary rulings on its interpretation6. The substantive regulations 

                                                
5 Regulation (EC) 207/2009 of 26 February 2009 on the Community trade mark (codified version), [2009] OJ L 
78/1. 
6 Dyson, C-321/03, EU:C:2007:51 (trade mark application for a scent), Libertel, C-104/01, EU:C:2003:244. 
(trade mark application for a specific shade of orange), Heidelberger Bauchemie, C-49/02, EU:C:2004:384. 
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of the EUTMR and the TMD are to a great extent very similar; however, there is an important 

distinction to be made. The TMD aims to harmonise the national laws of the Member States 

so that any remaining differences would not be a hindrance to the free movement of goods 

and services within the EU, and so that the national and unitary systems may complement 

each other more seamlessly, recital 2 & 5 TMD. 

The Commission stated in its communication of 24 May 20117 that there is a need to meet 

increased demands for faster and more efficient trade mark registration systems, recital 6 

TMD. These systems also need to be more consistent and more in tune with the technological 

development of modern society and therefore not only do the substantive rules need to be 

approximated but also the procedural, recital 9 TMD.  

The EUTMR affords protection throughout the EU and is therefore unitary in character, art. 

1.2 EUTMR, and can thus be applied by national courts directly.8 It therefore acts as a form of 

regulatory “backup”, should the Member States not harmonise their national regulation in 

accordance with the TMD. The EUTMR and TMD therefore coexist and together they form 

one of the foundations in the EU on how to deal with intellectual property law, recital 3 TMD. 

The aim of this thesis is to analyse the possibility and inherent problems of registering 

mechanical sounds as trade marks. In order to do this, I intend to answer the following 

questions: 

1. Can a mechanical sound be a trade mark at all? 

2. Are there any absolute grounds of refusal? 

3. Are there any relative grounds of refusal? 

1.3 - Scope and limitations 
The scope of this thesis will primarily be limited to European law. I will briefly explain the 

purpose of the EU, its governing principles and the function of its primary and secondary law. 

Regarding secondary law, I will primarily focus on the EUTMR and relevant articles 

regarding the registration of trade marks. Since the EUTMR is directly applicable in the 

                                                                                                                                                   
(trade mark application for a specific combination of specific colours) and Shield Mark, C-283/01, 
EU:C:2003:641 (trade mark registration of the first nine notes of Beethoven’s ‘Für Elise’; cry of a rooster). 
7 Communication from the Commission to the European Parliament, The Council, The European Economic and 
Social Committee and the Committee of the Regions: A Single Market for Intellectual Property Rights Boosting 
creativity and innovation to provide economic growth, high quality jobs and first class products and services in 
Europe, COM (2011) 287 final (May 2011).  
8 Kur & Dreier, supra note 1, p. 160. 



 4 

Member States, and since the TMD like all EU directives is to be implemented into the 

national laws of the Member States, and those laws must be interpreted in the light of the 

regulations, I will not analyse national laws or the TMD. However, as mentioned earlier, 

many of the articles in the EUTMR and the TMD are the same. A substantial amount of the 

caselaw from the ECJ regards the interpretation of articles in the TMD, articles that are the 

same in the CTMR. I will therefore reference such cases when needed, even though I will not 

analyse the TMD as such. 

I will also compare European trade mark law to its counterpart in the U.S. federal legal 

system. This means I will also to analyse U.S. federal caselaw and the governing statutory 

document, the so-called Lanham Act. 

1.4 - Method and materials 
Since sound marks, and mechanical sounds as trade marks in particular, constitute a relatively 

new phenomenon within European trade mark law there is from a European law perspective a 

certain lack of doctrine and academic material available. However, sound marks without a 

requirement of graphical representation have been eligible for registration in the U.S. since 

1977, when the mayor U.S. broadcasting network NBC was the first to successfully register a 

sound as a trade mark.9 This has provided the legal academic community and the courts in the 

U.S. with ample opportunity to analyse the concept of sound marks for quite some time. Thus 

I will look to the legal development in U.S. trade mark law.  Before I do so, a remark needs to 

be made regarding the methods used in this thesis. 

When analysing European law, it is necessary to have an understanding of how it develops. 

Even though the European legislator every year produces a myriad of binding legal acts for 

the EU and its Member States, is it commonly regarded that it is the ECJ with its case law that 

primarily drives the development of European law forward, for which the ECJ has received its 

fair share of critique. The ECJ has historically been known to drive the development forward 

by employing the teleological and systematic interpretive methods when analysing European 

legislation.  

In general terms, one could perhaps say that European law can be described as very technical 

and precise, whereas caselaw from the ECJ is more focused on principles.10 However, this 

                                                
9 U.S. Patent and Trademarks Office, Case number 72349496. 
10 Reichel, Jane, EU-rättslig metod, Korling, Fredric & Zamboni, Mauro (eds.), Juridisk Metodlära, 1:2 edn., 
Studentlitteratur, Lund, 2013, pp. 115-116. 
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often depends on what specific area of law you are looking at. The effect caselaw from the 

ECJ, rather than legislation from the EU, has had on the development of European and 

national law has not been without its share of critique, and the term judicial activism has 

frequently been used to describe the activities of the ECJ. Hartley commented on this by 

stating that the ECJ uses the general legal principles to “cloak the nakedness of judicial law 

making”, by creating what prima facie appears to be valid legal arguments for their 

judgements.11 

Roman Herzog, former German President and Lüder Gerken, Director of Centre of European 

Studies in Germany, wrote in an article12 that the ECJ must be stopped since their actions 

undermine the legislative procedure and competence of the Member States. Critical opinions 

have also been voiced from the ranks of academia,13 where scholars believe that the ECJ has 

not with satisfaction been able to explain how a general legal principle, created by the ECJ 

itself, can take on the role of written legislation, in cases when the latter has not been 

applicable.  

It is important to keep in mind that even though the ECJ and the legislative body of the EU 

constantly strive to achieve a functioning internal market, there is somewhat of a conflict 

between the two. Where the ECJ has its general legal principles and judicial activism, the 

legislative body of the EU has its technical and precise legislative products; they have on 

several occasions not worked in unison. Rather the ECJ has taken European law in a new 

direction not previously considered by the Council and the European Parliament.  

Nevertheless, when analysing European law, it is necessary to understand its’ system and how 

the different sources of law within the EU relate to each other. In summary therefore, we have 

primary law consisting of the founding treaties of the EU at the top, and secondary law 

consisting of regulations, directives, decisions etc. specifically identifying and regulating 

certain aspects of primary law. Finally, there is soft law which in principle is not legally 

binding, even though the ECJ has stated that if there are no other sources of law, national 

                                                
11 Hartley, T.C., The Foundation of European Community Law, 5th edn., Oxford University Press, Oxford, UK, 
2007, p. 131. 
12 Herzog, Roman & Lüder, Gerken, Stoppt den EuGH, 2008-09-08, Frankurter Allgeine Zeitung. 
13 Herdegen, Matthias., General Principles of EU Law – the Methodological Challenge. I: Bernitz, Ulf, 
Nergelius, Joakim & Cardner, Cecilia (red.) General Principles of EC Law in a Process of Development, Kluwer 
Law International, Alphen aan den Rijn, The Netherlands, 2008. 
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agencies and courts may be forced to rely on soft law.14 All of these sources of law are then 

subject to the interpretation of the ECJ, and its use of general principles and creation of 

caselaw.  

Primary, secondary and soft law could be described as the substantive law of the EU, and case 

law from the ECJ defines the outer limits of European law, and to use the European legal 

method is knowing how to navigate within those outer limits. 

Since I will be looking towards the U.S. and their federal trade mark system, I will also 

employ comparative methodology. Inherent in all legal comparative studies lies the problem 

that the legal systems to be compared could differentiate greatly from one another. For a legal 

comparison to successful, one has to keep the principle of functionality in mind. Its purpose is 

to make sure that the comparative analysis isn’t led astray by differences in legal concepts 

between the legal systems. This means, that instead of directly comparing the meaning of a 

concept, one should instead ask how a certain legal system solves a certain problem.15 

Zweigert and Kötz explain the functionality principle further: 

[T]he basic methodological principle of all comparative law is that of functionality. … 

Incomparables cannot fully be compared, and in law the only things which are comparable 

are those which fulfil the same function. … The proposition rests on what every comparist 

learns, namely that the legal system of every society faces essentially the same problems, 

and solves these problems by quite different means though very often with similar results.16 

A particular easy and detrimental mistake to make is if one approaches legal dogma, 

principles and interpretive methods in the foreign legal system in the same way one does in 

the domestic legal system. Even if a foreign legal principle prima facie is the same as a 

domestic one, its actual meaning and application could differ greatly. Therefore, all legal 

provisions, case laws etc. from the US federal legal system will be interpreted as they are in 

the U.S. with the help of relevant doctrine on U.S. law. In order to give a clear understanding 

of U.S. trade mark law, a brief explanation of the U.S. legal system must be given.17  

                                                
14 Reichel, supra note 10, pp. 127-128. 
15 Valguarnera, Filippo, Den Komparativa Metoden, Korling, Fredric & Zamboni, Mauro (eds.), Juridisk 
Metodlära,  1:2 edn., Studentlitteratur, Lund, 2013, p. 153.  
16 Zweigert, Konrad & Kötz, Heinz, An Introduction to Comparative Law, 3rd edn., Clarendon Press, Oxford, 
UK, 1998, p. 34. 
17 Bogdan, Michael, Komparativ rättskunskap, 2nd edn., Norstedts Juridik, Stockholm, 2003, pp. 40 & 44 et seq. 
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I will primarily be conducting an analysis of European law and using European legal methods, 

but also comparative methods, as I will compare European law to U.S. law when its 

provisions are similar to those of European law and when they can be suggestive of future 

developments within European trade mark law. I will first give a brief outline of the 

governing principles in each legal system and then move on to the respective hierarchy of the 

legal sources in each system, to see if there is any common ground to be found between the 

legal systems as such and then the respective trade mark systems. I will specifically be 

looking for tools in U.S. trade mark law that European trade mark law would benefit from 

adopting. 

European and U.S. law will be described in turn in regard to each relevant chapter in the 

hopes that a clearer understanding of European trade mark law will manifest itself to the 

reader. 

Finally, the reader should be aware that I will frequently use the sound of a Harley-Davidson 

motorcycle as a real life example of a mechanical sound. The reason for this is that most 

people have an idea of how a Harley-Davidson engine sounds, even if they are not Harley-

Davidson or even motorcycle enthusiasts. This will make it easier to grasp the arguments 

presented in regard to each relevant provision. However, it must be noted that the arguments 

presented are of course applicable to all forms of mechanical sounds. 

1.5 - Disposition 
In chapter two I will start by describing, in broad strokes, the legal structures and processes of 

both the EU and the U.S. 

In chapter three I will start by describing the different sources of law in the EU and U.S. and 

finish of by describing the foundations of European and U.S. trade mark law to see if there are 

any commonalities and how the different systems relate to the possibility of mechanical 

sounds as trade marks. 

In chapter four I will examine the definition of trade marks in the EUTMR and the U.S. 

equivalent, the Lanham Act, to see if a mechanical sound fulfils the respective requirements 

in each system. 
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In chapter five I will examine if a mechanical sound can be considered to be distinctive 

enough, be non-descriptive, non-customary and non-functional as set out in the absolute 

grounds of refusal. I will also see if a mechanical sound can acquire distinctiveness. 

In chapter six I will examine focus on the relative grounds of refusal and how one should 

analyse if there is a likelihood of confusion between mechanical sound trade marks and how 

to best perform this analysis, with regards to the two legal systems interpretation of the 

temporal aspects of confusion. I will also compare the significance of famous and reputed 

marks and how the rules of trade mark dilution can be applied to mechanical sounds. 

Finally, in chapter seven I will summarise the conclusions made in previous chapters and 

attempt to answer the questions formulated in the aims and see if it is at all worthwhile 

attempting to register a sound mark within the EU. 
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Chapter 2 - Foundation of the Legal Systems of the EU and the United States 

2.1 - The Internal Market 
All legislative acts created by the EU must have a legal basis in an article of primary law,18 

and the primary law of interest here is TEU19 and TFEU20. The secondary law of the EU 

consists of all of the regulations, directives and decisions given by the EU that are based on 

primary law and the competence conferred therein by the Member States to the EU.21 

The aim of a single European market is a core concept within the EU and is expressed in art. 3 

TEU and art. 26 TFEU. In the third section of the TFEU, the so-called ‘four freedoms’ are 

described. The free movement of goods, workers, establishment and of services and capital. 

Their basic purpose is to allow for optimal allocation of resources for the EU. For instance, 

the free movement of goods allows that goods can move freely within the EU, leading to that 

the most popular goods will be successful on the market, regardless of the goods country of 

origin. To achieve this, there are primarily two different techniques, negative and positive 

integration. Negative integration means that European law prohibits any national legislation 

acting as a hindrance to cross-border trade. Positive integration means that any national law 

that hinder cross-border trade is instead harmonised through EU directives and regulations, 

and this is achieved through art. 114 and 115 TFEU.22 

2.2 - EU Law and The General Principles 
The EU is an international organisation sprung from the will of a group of independent 

sovereign nations in Europe who wanted to increase their cooperation in several areas. The 

EU can therefore be said to have a foundation within International Law, and in the van Gend 

en Loos-case23, the ECJ firmly established this by stating that the law of the EU is a new legal 

order within International Law.24 This means that the EU has a supranational character. It is 

based on a joint agreement by the participating Member States, where the Member States 

                                                
18 Bergström, Carl Fredrik & Hettne, Jörgen, Introduktion till EU-rätten, Studentlitteratur, Lund, 2014, pp. 79-
80. 
19 Consolidated Version of the Treaty on European Union [2012] OJ C326. 
20 Consolidated Version of the Treaty on the Functioning of the European Union [2012] OJ C326. 
21 Bergström & Hettne, supra note 18, p. 24. 
22 Craig, Paul & de Búrga, Gráinne, EU Law; Text, Cases and Materials, 6th edn., Oxford University Press, 
Oxford, UK, 2015, pp. 607-608.  
23 Van Gend en Loos v. Administratie der Belastingen, C-26/62, EU:C:1963:1. 
24 Reichel, supra note 10, p. 109. 
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have conferred substantial legislative and judicial power to the international organisation that 

is the EU.25  

The basic legal structure of the EU, its constitution if you will, is very different from that of 

its Member States. It consists of the primary law of the EU, namely the TEU,26 TEUF,27 

Euratom Treaty28 and the Charter of Fundamental Rights of the European Union.29 Together 

they are the treaties establishing the EU and they describe how power is given to the EU from 

the Member States and what the EU is mandated to do with that power.30 With a base in 

primary law, secondary law is enacted. It consists of the more substantive regulations 

governing the EU in the form of regulations (with direct effect throughout the EU), directives 

(aimed to harmonise national legislation of the Member States) and decisions. Finally, there is 

also so-called soft law in the form of recommendations and opinions that can in practise play 

an important legislative role.31  

When interpreting European law, the ECJ has been known to use several different methods 

such as contextual, strict letter etc., but the method mostly associated with the ECJ is 

teleological interpretation where the Court tries to interpret a legislative article in light of the 

purpose of said article.32 For this thesis this is a favourable approach, since the U.S. courts, in 

general, tend to use a similar method where they interpret the language of the statute in such a 

way to give effect to the purpose the legislature sought to accomplish. This being said, one 

must always remember that the best expression of the purpose is the text of the statute itself.33 

The frequent use of general legal principles constitutes a clear characteristic within European 

law. A reason for this is the lack of completeness of European law itself and the frame work 

character of the founding Treaties. The general legal principles today fulfil three different 

roles, they “fill the gaps” in the Treaties and primary law, they are used to interpret secondary 

law in a direction that concurs with the principles and they act as a yard stick when testing the 
                                                
25 Bernitz, Ulf, Heuman, Lars, Leijonhufvud, Madeleine, Seipel, Peter, Warnling-Nerep, Wiweka & Vogel, 
Hans-Heinrich, Finna Rätt: Juristens Källmaterial och Arbetsmetoder, 11th edn., Norstedts Juridik, Stockholm, 
2010, p. 60-61. 
26 Consolidated Version of the Treaty on European Union [2012] OJ C326. 
27 Consolidated Version of the Treaty on the Functioning of the European Union [2012] OJ C326. 
28 Consolidated Version of the Euratom Treaty [2012] OJ C327/1.  
29 Charter of Fundamental Rights of the European Union [2012] OJ C326/47. 
30 Bergström & Hettne, supra note 18, pp. 22 & 79. 
31 Bernitz et al., supra note 25, pp. 64-65. 
32 Reichel, supra note 10, p. 122. 
33 Burnham, William, Introduction to the Law and Legal Systems of the United States, 5th edn., Thomson 
Reuters, S:t Paul, Minnesota, U.S.A., 2011, p. 55. 
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legality of secondary law. The general legal principles are therefore given the highest regard 

as a source of law.34 

2.2.2 - The General Principles 
As a complement to the primary and secondary law of the EU, as well to the case law from 

the ECJ, the general principles are used to “fill-in-the-gaps” in existing legislation. A short 

summary of the most relevant principles will now be given.35 

2.2.3 - The Principle of Conferral 
Articles 26, 114 and 118 TEUF tells us how power in regards to the TMD and EUTMR is 

conferred upon the EU from the Member States. Art. 118 specifically allows for the EU to 

completely regulate trade mark protections at the unitary level. The main objectives are to 

increase the functionality of the internal market and the intellectual property law system as 

such. Any adopted regulations that go beyond these aims are invalid, since they do not fall 

within the competence granted to the EU by its Member States. 

The EU constitution does not claim to have any sovereign power in and of itself, instead its 

power comes from the Member States and the type of authority those Member States have 

granted to the EU. In art. 1 TEU it is stated the EU is a union between the Member States on 

which Member States have conferred competence in order to reach the objective they have in 

common. What is expressed here is one of the general principles of the EU, namely the 

principle of conferral. The principle of conferral is repeated throughout the TEU and tells us 

how far the competence of the EU reaches. This also means that any jurisdictional matter not 

conferred to the EU, is handled by the Member States exclusively, art. 5.2 TEU.36  

2.2.4 - The Principle of Proportionality 
Since the EU has only been conferred with competence to partially regulate national trade 

mark laws, any legislation having a wider effect that just efficiency of the internal market 

would violate the principle of proportionality since it is not needed to improve the internal 

market. Any provision in the EUTMR that goes beyond the purpose of achieving a unitary 

trade mark protection system would be become null and void since it would not be in 

proportion to the aims of the EUTMR. 

                                                
34 Reichel, supra note 10, pp. 125-126. 
35 For a more comprehensive description of the principles, see Dominguez, C-282/10, EU:C:2012:33 and paras. 
92-98 of Advocat General Verica Trstenjaks Opinion. 
36 Bergström & Hettne, supra note 18, pp. 76-77. 
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The principle of proportionality is closely related to the principle of conferral. It basically 

states that any means taken to achieve a certain goal cannot go further than necessary to 

achieve said goal, and that opposing opinions must be weighed against each other. The 

principle of proportionality has been codified in art. 5.4 TEU.  

2.2.5 - The Principle of Loyal Cooperation 

This principle is especially relevant with regards to the TMD, since it compels the Member 

States to implement the TMD into their national legislation. It also tells us that regulations 

such as the EUTMR are to be given direct effect in a Member State. In art. 4.3 TEU it is 

stated that the Member States and the EU institutions are to respect and assist each other and 

that the Member States specifically are to do all that they can in order to fulfil their 

obligations according to the primary and secondary law of the EU.37 

The principle of conferral shows us how power is conferred to the EU from the Member 

States and by this we also see how the EU is dependent on its Member States. It also tells us 

what the EU is mandated to do with said power. If the principle of conferral tells us where the 

EU:s power comes from, the principle of loyal cooperation tells us how this power is to be 

exercised. 

2.2.6 - The Principle of Supremacy 

The provisions in the TMD and the EUTMR are very similar and are aimed at improving the 

functioning of the internal market, but by different means. Should a Member State fail to 

implement the TMD correctly, leading to national legislation coming into conflict with the 

TMD and the EUTMR, the EUTMR can still be called upon to rectify the situation in the case 

at hand since European law has priority over national law. 

European law effects national legislation when national institutions are obliged to apply 

European law. A conflict of law between national and European law can however still 

manifest itself. In light of such circumstances, the ECJ has taken the principle of loyal 

cooperation as a starting point and developed the principle of supremacy out of European case 

law.38 

                                                
37 Bergström & Hettne, supra note 18, p. 89. 
38 Costa v. E.N.E.L., C-6/64, EU:C:1964:51, Internationale Handelsgesellshaft mbH v. Einfuhrund 
Vorratsstrelle Getreide und Futtermittel, C-11/70, EU:C:1970:114 and Amministrazione delle Finanze dello 
Stato v. Simmenthal, C-106/77, EU:C:1978:49. 



 13 

In short, the principle of supremacy means that European law cannot be in a state of conflict 

with national law. If a Member State or one of its national institutions has failed, e.g. to apply 

European law correctly or to fully harmonise EU directives or has perhaps even drafted 

national legislation in direct conflict with EU legal principles or primary/secondary law, the 

Member State and its institutions are forbidden to apply such national legislation. They are 

instead obliged to take steps so that the provisions of European law are given full effect. Even 

when European law is in conflict with the constitution of a Member State, European law still 

has priority.39 The principles of supremacy and loyal cooperation together form the principle 

of uniform application of European law, meaning that European law has to be interpreted in 

the same way in all of the Member States.  

2.2.7 - The Principle of Subsidiarity 
This principle acts as a counter weight to the principle of supremacy, but it also acts in union 

with the principle of conferral, since the Member States have not conferred to the EU 

complete power to regulate every single detail in their national intellectual property law 

systems. The TMD, as with all directives, allows for a Member State to decide for itself how 

European law is to become integrated into its national laws, thereby allowing the Member 

State some control over EU legislation. 

The principle of subsidiarity is codified in art. 5.3 TEU. It states that:  

“… in areas which do not fall within its exclusive competence, the Union shall act 

only if and in so far as the objectives of the proposed action cannot be sufficiently 

achieved by the Member States, either at central level or at regional and local level, 

but can rather, by reason of the scale or effects of the proposed action, be better 

achieved at Union level.”  

This principle gives the national Governments of the Member States the ability to exert 

influence over EU legislation and it allows for the ECJ to assess the legality in which EU 

institutions perform their duties.40 It is based on the premises that the EU shall only take 

action as long as any measure taken by a Member State will not suffice in order to achieve a 

certain goal.41 

                                                
39 Bergström & Hettne, supra note 18, pp. 116-119. 
40 Id, pp. 164-165. 
41 Bernitz et al., supra note 25, p. 68. 



 14 

2.2.8 - The Principle of Equivalence 

In regards to European trade mark law, national courts are obliged to receive complaints and 

handle cases regarding infringement of an EUTM, thereby treating national and European law 

equally. 

This is the effect of an important principle when it comes to the harmonisation of the national 

law of the Member States and to the functionality of the internal market, namely the principle 

of equivalence or non-discrimination. The ECJ has through case law42 stated that any form of 

legal action made available to make sure that national law is applied correctly must also be 

made available to European law.43 Since there is no all-encompassing EU institution standing 

ready to guarantee a right to proper judicial hearing, it instead falls on the national courts to 

provide this service. 

2.3 - EU institutions 
For the reader of this thesis, there are five relevant EU institutions that one needs to be aware 

of. These are the European Council, the Council, the Commission, the European Parliament 

and the ECJ. They are first described in art. 13 TEU. 

The European Council consists of the Heads of State of the Member States and the President 

of the Commission. The European Council has a political role to provide the EU with the 

necessary incentive for its development and shall define its’ general political guidelines. It 

also has the task of sorting out political problems that the other EU institutions have not been 

able to handle themselves.44 

The Council consists of a representative at a ministerial level from each Member State who is 

authorised to commit the government of that Member State. The Council has a significant 

influence over EU legislation and is generally considered to be the most preeminent 

institution.45 

When the members of the Council act in the interest of their respective Governments, the 

members of the Commission are instead tasked with acting in the interests of the Union as a 

whole. According to art. 18 TEU the Commission and its members are required to be 

                                                
42 Johnston v. Chief Constable of the Royal Ulster Constabulary, C-222/84, EU:C:1986:206. 
43 Craig & dé Burga, supra note 22, pp. 227-228. 
44 Dashwood, Alan, Dougan, Michael, Rodger, Barry, Spaventa, Eleanor & Wyatt, Derrick, others, Wyatt & 
Dashwood’s European Union Law, 5th edn, Hart Publishing, Cornwall, UK, 2008, p. 30-31. 
45 Bernitz et al., supra note 25, p. 63. 
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completely independent in the performance of their duties and may not take influence from 

their respective Governments or other parties.46 The Commission acts as the EU:s 

administrative and executive organisation. Since it only acts in the interests of the EU itself, it 

is the Commission alone that has the authority to initiate legislative measures. Thus, the 

Commission ca be described as the guardian of the founding treaties.47 

Together with the Council, the European Parliament exercises legislative and budgetary 

functions and elects the President of the Commission and its members are chosen from the 

citizens of the Member States. Even if the Commission alone can initiate legislative 

proceedings, no new legislation can be enacted without the approval of the Parliament and the 

Council.48 

The ECJ together with the General Court constitute the Court of Justice of the European 

Union. According to art. 19.3 TEU, the ECJ shall: 

“Rule on actions brought by a Member State, an institution or a natural or legal 

person; give preliminary rulings, at the request of courts or tribunals of the Member 

States, on the interpretation of Union law or the validity of acts adopted by the 

institutions and rule in other cases provided for in the Treaties.” 

The General Court was created to lighten the burden on the ECJ. Its jurisdiction is explained 

in art. 256 TFEU and relates to direct actions such as cases of annulment of decisions taken 

by EU institutions against a physical or legal entity, as explained in art. 263 TFEU. Such 

decisions taken against a Member State is still under ECJ jurisdiction.49 

Finally, the Office, based in Alicante in Spain, handles the administration of EUTM:s. 

Appeals against Office ruling are first directed to the Appeal Boards at the Office, and further 

on to the General Court. A ruling from the Office can be appealed to the ECJ, but only 

regarding the interpretation of law, not of facts or evidence.50 

Regarding cases of claimed EUTM-infringement and counterclaims of invalidity, they are 

filed with the national courts and are subject to the national procedural law of the Member 

States, art. 95 et seq EUTMR. The ECJ can only be involved in such cases if questions of the 

                                                
46 Dashwood et al., supra note 44, p. 37.  
47 Bernitz et al., supra note 25, p. 63. 
48 Id. 
49 Craig & dé Burga, supra note 22, p. 59. 
50 Kur & Dreier, supra note 1, p. 169. 
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interpretation of European law are referred to it under art. 267 TFEU, the cases themselves 

however are decided by the national courts. Since the provisions of the EUTMR and TMD are 

very similar, rulings on the interpretation of the EUTMR, also affects the interpretation of the 

TMD and the national law that are a result of TMD harmonisation, and thus also the national 

trade marks themselves. This again illustrates the influential and tone setting role of the 

ECJ.51  

2.4 - Summary Foundation of European Law  
The legal system of the EU is complex. It is built on both technical and intricate legislation on 

the one hand and of general principles on the other. The fact that the two do not always strive 

together in the same direction gives European law a trait of unpredictability. At the same time, 

it is a system that when trying to create an internal market, has to satisfy the legal traditions 

and principles of all of its Member States, from the original six members to the 28 of today 

and still be able to maintain its integrity when all the Member States are exerting their own 

influence on its development.  

Since the power held by the EU is conferred to it from the Member States, it is of utmost 

importance that European law is applied equally and without discrimination within the EU 

and its Member States. This means, to ensure fair and equal application, European law needs 

to be very formalistic. On the other hand, since neither primary or secondary European law is 

fully developed nor all-covering, the ECJ has had to create European legal principles and 

further develop the EU via caselaw, which means that European law is also in a constant state 

of flux and evolution. 

One could therefore look upon European law as a legal system with a strong and sound 

“constitution” that is able to withstand the test of time due to its ability to quickly adapt to 

new social and legal settings. However, this also means the legal system of the EU is under 

constant high strain when attempting to fulfil the goals and ideals set out in its primary law. 

2.5 - U.S. Law and The Separation of Powers 
The form that best describes the legal system of the U.S. is federalism, meaning that there are 

two levels of government, state and federal. This means that since the U.S. consists of 50 

independent states, the U.S. consists of 51 legal systems, one for each state and one federal. 

                                                
51 Kur & Dreier, supra note 1, p. 169.  
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An important trait of the U.S. legal system is the clear separation of powers, meaning that the 

three branches of federal Government, judicial, legislative and executive, are separated from 

each other and are prohibited from engaging in the duties of another branch of Government. 

This system is laid down in the U.S. Constitution of 1789.52 

The Constitution contains six substantive articles and the first three are of foremost 

importance. They respectively deal with the legislative, executive and judicial branches of 

Government. Article IV deals with interstate relation, article V with procedural rules 

regarding amendments to the Constitution and finally article VI which deals with various 

miscellaneous regulations where the most important is the Supremacy Clause53 declaring 

federal supremacy over state law. The purpose of the Supremacy Clause is to deal with 

conflicts between federal and state laws,54 which means that even if a state has had good 

reason to pass statutory texts regulating trade marks (for example the trade mark protection of 

signs only used in trade in that specific state), should Congress deem it necessary to regulate 

trade marks on a federal and national level, state trade mark legislation can no longer be 

applied when in conflict with federal trade mark legislation. 

However, there is still a risk that state and federal trade mark law at times could overlap. To 

resolve this dilemma there is the Supreme Courts’ Doctrine of Pre-emption, which means, for 

example, that federal trade mark law will displace state trade mark law only when there is a 

direct conflict between the two. It should be noted the Doctrine of Pre-emption is only applied 

when legislation does not contain any provisions to guide the Court.55 

2.5.1 - Legislative Power 

Article I of the Constitution grants “[a]ll legislative Powers herein” in the Congress, and in §8 

those powers are listed. These powers are often called the “enumerated powers” of Congress. 

Among these is the power granting Congress the right to regulate interstate commerce. This is 

achieved through the Interstate Commerce Clause to article I. Through this clause, Congress 

passed the so-called Lanham Act56 in 1946. The purpose of the Lanham Act was to create a 

national U.S. system of trade mark registration and its scope is separate and independent from 

that of state trade mark law. 
                                                
52 Burnham, supra note 33, p. 1. 
53 Art. IV, cl. 2, U.S. Const. 
54 Burnham, supra note 33, p. 5. 
55 Id, pp. 30-31. 
56 15 U.S.C. §§ 1051 et seq. 



 18 

2.5.2 - Executive Power 

According to article II the executive power is granted to the President of the U.S. and it is the 

duty of the President to make sure the law is upheld. The President also has power to appoint 

various Officers of the U.S., such as Judges, ambassadors and functions of the executive 

branch and federal agencies.57 This means that the President, per se, could indirectly influence 

the development of U.S. federal trade mark law by appointing federal judges and high 

functionaries of the USPTO that are prone to interpret the U.S. Constitution and the Lanham 

Act in a certain way. However, in regard to this thesis the relevance of the U.S. President is 

negligible. 

2.5.3 - Judicial Power 
Article III states that the judicial power of the U.S. is to be vested in one Supreme Court and a 

number of inferior Courts. In order for a State government to maintain some independence, 

federal courts are only given a limited amount of cases on which they can rule. There are 

mainly two types of cases or jurisdictions. The first is in regard to “diversity” jurisdiction 

where it was thought prudent to avoid any risk of bias of state courts against people from 

other states in cases between citizens of different states or between a state citizen and a non-

state citizen. The second type, so-called “federal question” jurisdiction, was to make sure that 

federal law was given its due respect,58 which would mean that cases regarding the 

interpretation of Lanham Act falls under the purview of the federal courts. 

2.5.4 - Judicial review 

From the general wording in the Constitution we can see that it provides tools for the 

executive and legislative branches to keep in check the power of the judicial branch. 

However, nowhere in the Constitution does it state the reverse, meaning how the judicial 

branch is to keep check on the executive and legislative branches. In the Marbury-case,59 the 

Court stated that this was implicit in the Constitution, and this function is today called judicial 

review. This means that the Court can render legislation mute by stating that it is 

unconstitutional. In the above mentioned Marbury-case, Chief Justice John Marshall argued 

that the Constitution is law and with the supremacy clause becomes the supreme law of the 

land. Combined with the fact that judges are tasked to say what the law is in the cases they are 

presiding over, it would be logical to say that judges when deciding what law to apply must 

                                                
57 Burnham, supra note 33, pp. 6-7. 
58 Id, pp. 8 & 188-190. 
59 Marbury vs. Madison, 5 U.S. 137 (1803). 
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respect the hierarchy of laws as dictated by the supremacy clause and disregard any 

legislation that is in conflict with the Constitution.60  

In the EU the ECJ has from time to time been accused of legal activism, where it through 

caselaw has driven European law in a new direction, and therefore taking on a legislative role. 

The same can be said with regard to the U.S. Even though judicial review as such is needed in 

a federal legal system, it is open to rulings that are contrary to public beliefs and progressive 

interests, for example in Dred Scott-case61 where the Court ruled that under the Constitution, 

blacks where not citizens as such and could therefore not be part of the diversity jurisdiction 

of federal courts. 

2.6 - Administrative Agencies 
Administrative Agencies are today a vital part of how government is organised. Even though 

they are not mentioned in the Constitution, through legislation they have become numerous in 

order to care for the specific needs of society. Through the delegation of legislative power to 

the agencies they can enact their own substantive laws in the form of agency regulations or 

“rules”.62 

An agency of interest for this thesis is the federal agency USPTO. The USPTO administers 

the granting and registration of patents and trade marks in the U.S. and together with the 

federal courts are the primary institutions in the U.S. trade mark system. The USPTO:s 

mandate is found in art. I, Section 8, Clause 8 of the U.S. Constitution and it registers trade 

marks on the basis of Interstate Commerce Clause, art. I, Section 8, Clause 3 of the U.S. 

Constitution. 

Individual examiners are assigned to each application who gives a preliminary registrability 

assessment and decision. Should an applicant be dissatisfied with a decision, it can be 

appealed to the TTAB, an administrative board within the USPTO consisting of 

administrative law judges. Decisions of the TTAB can then be reviewed in federal appellate 

courts, whose decision finally can be reviewed in the U.S. Supreme Court.63 

                                                
60 Burnham, supra note 33, pp. 9-11. 
61 Dred Scott vs. Sandford, 60 U.S. 393 (1857).  
62 Burnham, supra note 33, p. 15. 
63 Janis, Mark D., Trademark and Unfair Competition Law, In a nutshell, West Academic Publishing, S:t Paul, 
Minnesota, U.S.A., 2013, pp. 13-14. 
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2.7 - Summary Foundation of U.S. Law 
It would be impossible to say that the U.S. has a legal system in the same way as most nations 

do or the EU in particular. A more accurate description is that there is a legal system for each 

state and a federal legal system in addition to the state systems. Since the Constitution was 

constructed to avoid supranationality and government tyranny, the states for the most part 

regulate themselves and have only to rely on the federal government and its regulation in 

limited cases. However, as the legal system(s) are today, the federal government has vast 

legislative and judicial power, granted inter alia through the Interstate Commerce Clause and 

the principle of pre-emption and thus affects the lives of state citizens and state economies in 

a profound way. This not-so-clear-as-intended separation between state and federal legislation 

makes it difficult to perform any legal analysis in a specific legal area, since it could 

theoretically be regulated by both state and federal governments. 

2.8 - Chapter Summary 
Having found that the legal systems of the EU and the U.S. are profoundly different, with a 

different systematic approach, aims and history, it would not be possible to conduct a 

complete comparative study between the two. 

There are however certain similarities. The legislative power of the U.S. Congress could be 

described as power being conferred to the EU to legislate secondary law in certain specific 

legal areas. The executive power of the U.S. President does not have a comparable 

counterpart in the EU, but the judicial power and the doctrine of judicial review most 

certainly does. The ECJ is a comparable equivalent to SCOTUS, ruling on the interpretation 

of both primary and secondary law, sometimes in ways not intended by the legislature, as 

seen also in the U.S. This means that a complete comparison between the legal systems of the 

EU and the U.S. is not possible. However, if choosing a much smaller scope of comparison, 

like the respective unitary trade mark protection systems, a comparison is in several areas 

very much possible. 

In the following chapters I will therefore start by analysing relevant provisions in the new 

EUTMR and identify possible hindrances of registering mechanical sounds as trade marks. In 

order to give a clearer understanding of possible future developments I will when possible 

analyse relevant federal U.S.C. provisions, federal caselaw and decisions from the USPTO to 

see if U.S. already has come up with answers to possible EU trade mark problems.   
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Chapter 3 - The foundation of European and U.S. trade mark law 

3.1 - Substantive European Law 
3.1.1 - Regulations, directives, decisions etc. 

In art. 288 TFEU the various types of different legal acts within the EU are defined. A 

regulation is binding in its entirety and cannot be applied partially or selectively. It is 

specifically binding for the EU:s own institutions, the Member States and for specific individ-

uals. Regulations also have “direct effect”, meaning that they have immediate legal effect 

within the EU on the day they are published,64 and can be referred to by citizens and the 

national courts of the Member States. This also means, as opposed to directives, that 

regulations do not need to be harmonised into national legislation in order to be applicable.65 

Directives are like regulations in the sense that they are also binding for the Member States 

and in that they must be applied in their entirety. However, as regulations have direct effect, 

directives aim to harmonise the national legislation of the Member States by having to be 

implemented into the national legislation. If a Member State fails to harmonise its national 

legislation with that of the directive, the directive gains direct effect in the same way as a 

regulation. Decisions are also binding and must be applied in their entirety, but they can be 

specifically aimed at a Member State or individual people, but the latter is not mandatory.66 

Beside the recently mentioned legal acts, there are non-binding acts such as 

recommendations, opinions and soft-law, art. 288 TFEU. These types of acts are commonly 

used by the EU institutions and are therefore considered to be of political and administrative 

significance only.67 

3.1.2 - Preliminary Rulings 
Since it is within the national legal systems where European law is most often invoked, the 

national courts have been and still are of great importance for the European process of 

integration and also for the development of European law.  In order for the legal system of the 

EU to function at all, it is imperative the national courts handle the majority of cases with 

European legal questions.  

                                                
64 A date stated in the regulation itself or otherwise 20 days after it has been published in the official gazette of 
the EU, see art. 297 TEUF. 
65 Bergström & Hettne, supra note 18, p. 33. 
66 Id, p. 34. 
67 Id, pp. 34-35. 
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However, it is highly necessary that the courts, when the need arises, request a preliminary 

ruling so that European law may be given a chance to evolve. The provision for preliminary 

rulings is found in art. 267 TFEU. When given, a preliminary ruling is binding for all of the 

national courts of the EU, and for a national court not to adhere to a preliminary ruling would 

be a violation of European law. A preliminary ruling also has precedence for future cases. 68 

3.1.3 - European Trade Mark Law 

As mentioned earlier,69 art. 114 and 115 TFEU are the basis for positive integration of the 

national laws of the Member States. This means that they are the legal foundation in primary 

law for the EU to legislate the new TMD, which aims to harmonise the national trade mark 

laws of the Member States and minimise any discrepancies in order to alleviate for the 

internal market to function more smoothly. Regarding the EUTMR it is stated in the 

preparatory works by the Commission70 that there is a need to, inter alia, further streamline 

the application process for a community wide trademark and to increase legal certainty.  

Instead of using art. 114 as the legal basis for the new EUTMR art. 118 TFEU is used, which 

clearly states that the EU “… shall establish measures for the creation of European intellectual 

property rights to provide uniform protection of intellectual property rights throughout the 

Union and for the setting up of centralised Union-wide authorisation, coordination and 

supervision arrangements.” This allows the EU legislator not only to draft legislation for the 

efficiency of the internal market, but also to specifically bolster the European intellectual 

property law system as such. Together with art. 114 EUTMR and the amended TMD, this 

allows for harmonisation of national intellectual property laws, between the Member States 

themselves and between the Member States and the protection offered at the European level at 

the Office. 

As mentioned, trade mark law within the EU is regulated through the EUTMR and the TMD. 

In the recitals of the previous trade mark regulation, the CTMR, it is stated that: “It is 

desirable to promote throughout the Community a harmonious development of economic 

activities and a continuous and balanced expansion by completing an internal market which 

                                                
68 Id, pp. 363 & 380-381. 
69 See Chapter 2.1. 
70 European Commission Proposal for a Regulation of the European Parliament and of the Council amending 
Council Regulation (EC) No 207/2009 on the Community trade mark, COM (2013) 0161 final (March 2013), 
Section 5.2 and 5.3. 
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functions properly and offers conditions which are similar to those obtaining in a national 

market.”71 For this purpose, it is: 

 “… necessary to provide for Community arrangements for trade marks whereby 

undertakings can by means of one procedural system obtain Community trade marks 

to which uniform protection is given and which produce their effects throughout the 

entire area of the Community. The principle of the unitary character of the 

Community trade mark thus stated should apply unless otherwise provided for in 

this Regulation.”72 

In the new EUTMR, the desire to strengthen the inner market and to promote harmonious 

development of economic activities is further elaborated on in order to improve the Union-

wide protection afforded by the EUTMR,73 which reflects the Commissions vision for 

creating a true single market for intellectual property.74 

3.2 - Substantive U.S. Law and the Common Law System 
The legal methodology of the U.S. differentiates itself greatly from that of the EU and most of 

its Member States. Within European law there is as mentioned two main categories of law, 

primary and secondary. Whereas primary law defines and establishes the EU as such, much 

like the Constitution does for the U.S., secondary law contains the substantive law of the vast 

myriad of regulations, directives, decisions etc, very much like enacted or statute law in the 

U.S. In addition to this is the case law from the ECJ which can be compared to federal case 

law. A common law system refers to a system where judges create law that is “common” to 

the entire country, and it has its historical roots in Great Britain. To say that the U.S. is a 

“common law” country is misleading in the way it suggests that the most prevalent form of 

law is common law. This might have been true at a point in time, but not today.75 

All of the EU legislation and ECJ case law aim towards creating a unified community, both 

by implementing European law into national law via directives and also by providing 

regulations or “statutes” that can be invoked in all Member States. It can therefore be said that 

                                                
71 Regulation (EC) 207/2009 of 26 February 2009 on the Community trade mark (codified version), rec. 2. 
72 Id, recital 3. 
73 Regulation (EU) 2015/2424 of 16 December 2015 amending Council Regulation (EC) No 207/2009 on the 
Community trade mark, recital 3-10. 
74 Communication from the Commission to the European Parliament, The Council, The European Economic and 
Social Committee and the Committee of the Regions: A Single Market for Intellectual Property Rights Boosting 
creativity and innovation to provide economic growth, high quality jobs and first class products and services in 
Europe, COM (2011) 287 final (May 2011), p. 2. 
75 Burnham, supra note 33, pp. 42 & 49. 
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the two legal systems are at the same time diametrically opposed to each other with the clear 

separation between states and federal laws in the U.S. compared to EU directives that aims to 

create identical laws in all of the EU, but also quite similar with U.S. federal legislation 

compared to EU regulations, that has superiority over state and national law respectively. For 

the purpose of this thesis the latter is beneficial since trade mark protection in the U.S. as a 

whole, is regulated on the federal level through the Lanham Act, a similar approach as the 

EUTMR. 

3.2.1 - Enacted Law 

The foundation of the federal legal system in the U.S. is the U.S. Constitution of 1789. 

However, since the U.S. consists of 50 independent states, each state also has its own “State 

Constitution”, which for the most part is very similar to the federal Constitution and 

government with the separation of powers and a State Supreme Court with the power of 

judicial review.76 Enacted law, also called statute law, is legislation written by federal, state 

and local legislative bodies and the collected group of federal legislation is called U.S.C. 

Administrative agencies also make law, primarily through binding rules the agencies are 

delegated to create.77  

The federal government has been delegated a limited number of fields in which it can enact 

legislation. The fact that these few fields are very wide and today have a huge impact on state 

economies and its citizens is another matter. An example of this is the area of interstate trade, 

which is the foundation of federal trade mark law and the Lanham Act. 

3.2.2 - Caselaw 

The decisions of the Court in individual cases are called “caselaw” and are in themselves a 

source of law within the common law system. Court decisions do not only settle the matter at 

hand, which means they have retroactive effect, they also have a binding effect for future 

cases, so-called “precedence”. In the U.S. this comes from the principle of stare decisis, 

meaning that future cases are to be decided on the basis of past cases, which is also how 

caselaw from the ECJ functions. Caselaw is often referred to as “unwritten law”, since the 

rule established by the Court is only implied in the decision.78  

 

                                                
76 Id, pp. 18-19. 
77 Id, pp. 38-39. 
78 Id, pp. 39-40. 
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Common law Caselaw 

Common law is the lowest source of law and as such is subject to modifications by 

legislation, constitutional provisions or by administrative agency rules. State common law 

covers many legal areas such as contracts, crime and torts. Federal common law is only 

allowed under specific circumstances, such as when Congress either has allowed for it to be 

created in light of its enumerated powers in the Constitution and/or when there are clear, 

strong and specifically federal interests that need to be protected.79 

The closest counterpart to be found in European law is when the ECJ creates, develops or 

affirms general legal principles through case law. However, whereas common law caselaw is 

separated into the state and federal levels, the principles created by the ECJ are applied 

throughout European law and upon the law of the Member States. A major difference 

however is how common law caselaw and general legal principles are valued. General legal 

principles have the highest regard as a source of law, whereas common law caselaw has the 

lowest regard in both state and federal law, resulting in making it impossible to compare the 

two. 

Caselaw Interpreting Enacted Law 

Caselaw interpreting statutory law is also a separate body of law since through interpretation 

the Court adds something to the statutory text that wasn’t there from the beginning. This does 

not mean that as a source of law, caselaw interpreting enacted law is on a different level. On 

the contrary, it is considered to be derived from the statutory text itself (Constitution, State or 

otherwise) and thus to be on the same level.80 

Within the EU, the ECJ constantly interprets “enacted law” when it is asked to clarify a 

provision in primary or secondary law through preliminary rulings. For comparative reason 

and considering their respective positions and purposes in their respective legal systems, 

caselaw interpreting the Constitution should be comparable with caselaw interpreting Primary 

law of the EU and caselaw interpreting federal statutes should be comparable with caselaw 

interpreting secondary law and specifically regulations, that have a unitary effect through the 

EU, much like federal legislation in the U.S. 

                                                
79 Id, p. 40. 
80 Id, p. 41. 
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3.2.3 - U.S. Trade Mark Law 

In most jurisdictions of the world, trade mark rights are granted upon registration with a 

government agency, e.g. the Office within the EU. In the U.S. however, trade mark rights 

arise much earlier than registration at a government agency. Trade mark rights are considered 

to arise from the bona fide use of a mark in a business transaction, not from registration. This 

means that a person or company using a mark may very well have valid and enforceable 

rights even though the mark is not registered with the USPTO. For the mark to be registrable, 

the use in a business transaction has to be in the type of commerce that is regulated by the 

U.S. Congress, meaning interstate commerce.81 

Trade mark rights in the U.S. have their origin in common law and the U.S. Congress has 

through the Interstate Commerce Clause82 to the U.S. Constitution been given the mandate to 

enact legislation in order to create a federal trade mark registration system. The Trademark 

Act of 1946,83 also called the Lanham Act, is the statutory authority for the federal trade mark 

system.84 

There are three basic purposes of the trade mark system in the U.S. There is an economic 

purpose, in that trade marks benefit consumers in such a way that it reduces their ‘search 

costs’, meaning the costs that arise when a consumer searches for a product or service. There 

is a modern marketing purpose, meaning that trade marks serve as the focal point for an 

overall social experience that goes beyond the attributes of the goods and services they 

represent, e.g. “Harley-Davidson” for motorcycles or “Tiffany Blue” for boxes used for 

elegant Tiffany jewellery.  

A more substantive purpose is probably the “traditional purpose”. In the legislative history of 

the Lanham Act the protection of producers and consumers was used to justify the trade mark 

system.85 Producers were thought to be protected by ensuring that “… where the owner of a 

trademark has spent energy, time and money in presenting to the public the product, he is 

protected in his investment from its appropriation by pirates and cheats.” The consumer was 

said to be protected “… so that it may be confident that, in purchasing a product bearing a 

                                                
81 Bouchoux, Deborah E., Intellectual Property; The Law of Trademarks, Copyrights, Patents and Trade 
Secrets, 4th edn. Delmar, New York, 2013, p. 22-23. 
82 Art I. Sec. 8 cl. 3 U.S. Const. 
83 15 U.S.C. §§ 1051-1141. 
84 Janis, supra note 63, p. 11. 
85 Id, pp. 9-10. 
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particular trademark which it favourably knows, it will get the product which it asks for and 

which it wants to get”.86 

3.3 - Chapter Summary 
The protection of trade marks in both the European and U.S. federal trade mark system is 

regulated through legislative systems that both have supremacy over lower ranked legislation 

and specifically for this thesis, both regulate a unitary protection of trade marks where there is 

no requirement of graphical representation. In the U.S. this is regulated through the Lanham 

Act and in the EU through the EUTMR. 

Even though the recitals to the EUTMR and the CTMR don’t specifically state the same type 

of goal as the Lanham Act, it must be considered to be implied. To allow for “… pirates and 

cheats” to use the trade marks of others would without a doubt be contrary to the functioning 

of the internal market. However, to allow for the consumer to identify a favoured product 

exists explicitly in the EUTMR, which can be found in art. 7.1.b of the absolute grounds of 

refusal regarding the distinctiveness of the sign.87 

A fundamental difference between the two systems is how trade marks rights are acquired. In 

the EU registration is required and in the U.S. only actual use in trade is required. The U.S. 

method is more pragmatic, since it makes the market and the consumers decide what should 

be regarded as a trade mark. Unfortunately, this method is difficult to monitor and requires 

market analysis and research in infringement cases where the sign isn’t registered. The 

European system therefore seems to be a better and more fair system if the goal is to 

administer a large trade mark system for a large market. 

In summary we can see that the Lanham Act and the EUTMR share common goals but try to 

achieve these goals in slightly different legislative ways and that as a starting point, both 

systems have enough commonalities to justify further comparison. 

  

                                                
86 Senate Report No. 1333, 79th Congress, 2d Sess. 3 (1946). 
87 See chapter 5.1. 
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Chapter 4 - What types of signs are eligible as trade marks? 

4.1 - Requirements for registration 
Within European law, for signs to acquire trade mark protection via registration they must be 

capable of distinguishing the goods and services of one undertaking from those of another and 

be able to be registered in a way so that the competent authorities and the public may be able 

“… to determine the clear and precise subject matter of the protection afforded to its 

proprietor,” art, 4 CTMR. In addition, the sign may not contain a characteristic specified in 

the absolute or relative grounds of refusal, art. 7 & 8 EUTMR.  

Even though the requirement of graphical representation is removed, this doesn’t mean that 

such a method as such is prohibited in order to achieve protection. For example, the easiest 

way to apply for and achieve protection for a musical jingle is probably still through musical 

notation.88 The question is rather how one is to argue when the sound for which protection is 

sought consists not of music, but of a mechanical sound, produced when e.g. a motorcycle 

engine is idling or revving. These types of sounds were previously in essence excluded from 

protection since it was impossible to create musical notation based on said sound and to create 

sonographs or spectrograms of mechanical sounds that could easily be understood would be 

quite an arduous task. Now however, these types of sounds have in theory a much lower 

hurdle to pass to achieve protection since they do not need to be represented graphically.  

As mentioned above, registration is not a requirement in order to achieve enforceable trade 

mark rights in the U.S. The requirements are instead distinctiveness; non-functionality; and 

adoption and use.89 However, in order to achieve registration, the Lanham Act requires that 

the sign is used in interstate commerce, meaning “… the bona fide use of a mark in the 

ordinary course of trade …,”90 and that it does not come into conflict with earlier and similar 

trade mark rights.91 

 

 

                                                
88 Shield Mark, EU:C:2003:641, para. 64. 
89 Janis, supra note 63, p. 18. 
90 15 U.S.C. § 1127.  
91 15 U.S.C. § 1051. 
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4.2 - The definition of a registrable mark 
The trade mark is defined in art. 4 EUTMR as follows: 

An EU trade mark may consist of any signs, in particular words, including personal names, or 

designs, letters, numerals, colours, the shape of goods or of the packaging of goods, or sounds, 

provided that such signs are capable of: 

a) distinguishing the goods or services of one undertaking from those of other undertakings; and 

b) being represented on the Register of European Union trade marks, (“the Register”), in a manner 

which enables the competent authorities and the public to determine the clear and precise subject 

matter of the protection afforded to its proprietor.’ 

As stated, a trade mark must be capable to distinguish. This is a very broad definition, so it 

has to be understood that basically all forms of sign can be registered as trade marks. This 

means that words, letters, numerals, designs, scents, tastes, tactile sensations and (mechanical) 

sounds could all theoretically become trade marks as long as they can distinguish the goods or 

service from one undertaking from that of another.92 This doesn’t mean that there are no 

limits as to what can be considered a sign, the sign still has to be distinctive. The proposed 

trade mark needs to be precisely identified in order to avoid abuse of the trade mark system 

and possible unfair competition. For instance, in the Heidelberger Bauchemie-case93 where an 

application was made for a colour mark consisting of a sheet of paper where the upper part 

was coloured blue and the lower part yellow with the description: “[t]he trade mark applied 

for consists of the applicant’s corporate colours which are used in every conceivable form, in 

particular on packaging and labels.” The ECJ considered the description too vague and stated 

that the sign could not be identified with certainty and that led to a risk of unfair competition. 

In the Dyson-case,94 the ECJ stated that it was insufficient to specify a transparent collecting 

chamber of bagless vacuum cleaner as a sign since this covered “… all the conceivable shapes 

of such a collecting bin …” and that is was unacceptable since it merely identified “… a 

property of the product concerned.” A registration would have given Dyson an unfair market 

advantage, i.e. a monopoly over transparent collecting bins for vacuum cleaners, regardless of 

shape. 

Consider for instance a consumer at a supermarket looking at bottles containing various forms 

                                                
92 Kur & Dreier, supra note 1, pp. 170-171. 
93 Heidelberger Bauchemie, EU:C:2004:384. 
94 Dyson, EU:C:2007:51, para. 40. 
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of detergents from different manufacturers, and these different bottles all have different 

shapes and colours. If the consumer doesn’t use the differences in shapes and colours to 

identify specific brands but instead only considers them to be indicative of those products, 

their differences viewed together or separately, will not be regarded as trade marks,95 since 

their shapes and colours are not distinctive. 

Section 45 of the Lanham Act96 defines a trade mark to: “… include any word, name symbol, 

or device, or any combination thereof … used by a person … to identify and distinguish his or 

her goods, including a unique product, from those manufactured or sold by others and to 

indicate the source of the goods, even if that source is unknown.” This definition first of all 

establishes that any form of sign can be registered as a trade mark. Secondly it shows that the 

sign must be able to “identify and distinguish” one producer’s goods from that of another and 

that it must also “indicate the source of the goods”. These two functions are together called 

source identification functions, and are at the core of U.S. trade mark law.97 The Supreme 

Court elaborated on the definition of a trade mark by clarifying in The Trademark Cases,98 

that “… neither originality, invention, discovery, science, nor art is in any way essential” to 

the creation of trade marks, and that a trade mark “… may be, and generally is, the adoption 

of something already in existence as the distinctive symbol of the party using it.”  

In summary we see that the Lanham Act adopts a similar approach as the EUTMR with the 

broad definition of a trade mark and also with a similar purpose of trade mark rights. 

A recurring theme in this thesis is the sound of a Harley-Davidson motorcycle engine, which 

by many is considered to be distinctive and separate from all other motorcycle engine sounds. 

The same can be said for Ducati L-twin engines, Porsche flat-six engines etc. However, there 

are many engines, from many different producers that all make a similar sound. Not only are 

these sounds by definition not distinctive, but they are also indicative or descriptive of a 

motorcycle or of a “sports car” as such. Such sounds can therefore not be regarded as signs, in 

the same way as the bottles of detergent above couldn’t. 

                                                
95 Phillips, Jeremy, Trade Mark Law; A Practical Anatomy, Oxford University Press, Oxford, UK, 2003, p. 66-
67. 
96 15 U.S.C. § 1127. 
97 Janis, supra note 62, pp. 3-4. 
98 The Trademark Cases, 100 U.S. 82 (1879).  
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4.3 - Chapter Summary  
We can now see that neither EUTMR nor the Lanham Act would per se deny mechanical 

sounds from acquiring trade mark registration, at least not on the basis of how each system 

defines a trade mark. It is however of utmost importance that the mechanical sound for which 

protection is sought for can be described in a way to make it stand out from other mechanical 

sounds. The various components of the mechanical sound have to be identified and described 

whilst also indicating if there is a certain rhythm or not. Even if the mechanical sound can be 

considered to be distinctive when it is heard, its distinctiveness needs to be clearly described 

or run the risk of being deemed too vague. This means that not all mechanical sounds are 

eligible for registration since the sign still has to perform the origin and source identification 

functions. 

Regarding the requirements for registration, the European and U.S. systems differ in their 

respective systematic approach. The European trade mark system is like the European legal 

system at large, technical, precise and formalistic, whereas the U.S. system has a substantially 

more practical approach to grating rights and the possibility of registration as long as the mark 

is in use. Even though the European system is more difficult to work with, it should give a fair 

and more balanced result. 
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Chapter 5 - The absolute grounds of refusal 

The absolute grounds for refusal are found in art. 7 EUTMR. If any of the provisions are 

fulfilled registration of a sign is denied. The provisions of relevance here are those pertaining 

to the distinctive character a sign must have (art. 7.1.b EUTMR), that a sign cannot be 

descriptive (art. 7.1.c EUTMR) and signs that have become customary in the current language 

or established practises of the trade (art. 7.1.d EUTMR). Further, a sign can not be 

“functional”, meaning that it must not be a direct result of the functioning of the goods it is 

representing (art. 7.1.3 EUTMR). However, even if a sign should lack distinctiveness, is 

descriptive or generic, it can still be eligible for registration if it has acquired distinctiveness 

through use (art. 7.3 EUTMR). All of these provisions will be examined in relation to 

mechanical sounds, and where possible, a comparison will be made to relevant U.S. trade 

mark law. 

5.1 - Distinctive character 
In order to analyse if any of these provisions are fulfilled, it is necessary to understand how 

the sign is viewed by the relevant public in relation to the specific goods and services for 

which protection is sought. This also means that the sign has to be distinctive and the ECJ has 

stated that the provisions concern the interest of consumers to identify the products they want 

to buy, by guaranteeing the identity of the origin of the marked product. The ECJ also 

clarified that in order to determine if a sign fulfils such a requirement, “… it is appropriate to 

take the viewpoint of the relevant public. Where the goods or services, with which the 

registration application is concerned, are intended for all consumers, the relevant public must 

be deemed to be composed of the average consumer, reasonably well-informed and 

reasonably observant and circumspect.”99 This also depends on the category of goods or 

services in question. 

Everyday consumer goods need to be very distinctive since they only require a low level of 

attention of the average consumer. If the goods are of higher value, they don’t need to be as 

distinctive since a higher level of attention of the consumer is deemed necessary, and if the 

relevant public consists of professionals, a very high level of attention is required.100  

This would mean that the type of product emitting the mechanical sound should have an effect 

                                                
99 SAT.1 v. OHIM, C-329/02 P, EU:C:2004:532, para. 23. 
100 Hasselblatt, Gordian N (ed.)., Community Trade Mark Regulation: A Commentary, BC.H. Beck, Hart & 
Nomos, München, Germany, 2015, pp. 80-81. 
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on the level of distinctiveness required. A common household item such an electrical tooth 

brush or shaver would need a very specific sound, whereas a lower level of distinctiveness 

would suffice regarding an expensive motorcycle or car since the relevant public here most 

likely would display a higher level of attention.101 

Finally, in the Lloyd Schufabrik Meyer-case102 the ECJ stated that: 

“… account should be taken of the fact that the average consumer only rarely has the 

chance to make a direct comparison between the different marks but must place his 

trust in the imperfect picture of them that he has kept in his mind. It should also be 

borne in mind that the average consumer's level of attention is likely to vary 

according to the category of goods or services in question.” 

U.S. trade mark law also requires the mark to be distinctive in order to be eligible for 

registration, Sections 2 & 45 Lanham Act.103 U.S. law divides trade marks into two different 

classes, inherently distinctive marks and marks that have acquired distinctiveness, also called 

acquiring secondary meaning. An inherently distinctive mark is a mark that through its very 

nature is likely to be viewed as distinguishing goods or identifying the source. A mark with 

secondary meaning does the same but as a result of being used in the course of trade.104 

The Courts analyse distinctiveness using a method first developed in the Abercrombie-case.105 

In the Abercrombie-system marks are considered to be either: 

1. Arbitrary/fanciful (standard English words with no apparent connection to the underlying 

goods); 

2. Suggestive (marks that together with the imagination of the consumer may evoke the 

qualities of the goods or services in question); 

3. Merely descriptive (marks that only identify the qualities or characteristics of the 

underlying goods) or 

4. Generic (marks that restate the class to which a goods belong, e.g. “BEER” for beer) 

Categories 1 and 2 are considered to be inherently distinctive whereas category 2 is slightly 

less so. Categories 3 and 4 are not inherently distinctive, but category 3 can acquire secondary 

                                                
101 Ruiz-Picasso and Others v. OHIM, C-361/04 P, EU:C:2006:25, para. 39. 
102 Lloyd Schufabrik Meyer, C-342/97, EU:C:1999:323, para. 26. 
103 15 U.S.C §§ 1052 & 1127. 
104 Restatement (3rd) of Unfair Competition, The American Law Institute, (1995) § 13. 
105 Abercrombie & Fitch Co. v. Hunting Word, Inc., 537 F.2d 4 (2d Cir. 1976).  
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meaning through use whereas category 4 cannot. The level of distinctiveness is therefore the 

highest in category 1 and the lowest in category 4. In order to decide in which category a 

mark belongs, one must consider the relationship between the mark and the underlying goods, 

e.g. the word ‘Spicy’ is most likely descriptive for hot sauce, but arbitrary for shoes.106  

Distinctiveness is also analysed on the basis of a U.S. consumer’s perception, much like in 

European law.107  

The Abercrombie-system is mostly applied to word marks, but can also be applied to non-

verbal signifiers such as logos, product designs, colours and sounds. In general, the U.S. 

courts and the USPTO only partially apply the Abercrombie-system to assess distinctiveness 

of non-verbal signs,108 and some courts even consider the Abercrombie-system unsuitable in 

order to analyse inherent distinctiveness of non-verbal signs,109 and have instead created 

inherent distinctiveness tests specific for certain categories of non-verbal signs.110 Regarding 

sound marks, the TTAB considers them not to be inherently distinctive and that secondary 

meaning must be shown.111 

In light of the statements from ECJ and regarding mechanical sounds, we find that the 

requirement of distinctiveness constitutes a high threshold for registration. If the mechanical 

sound was produced with a specific intent or if it was produced as a by-product from a 

machine performing its designed task, it could affect the “level of ease” of which 

distinctiveness is achieved. A designed mechanical sound should have a higher chance of 

being distinctive since the designer should be aware of other sound marks and could 

specifically design the sounds to target a specific market, whereas by-product sounds run a 

high risk of being the result of chance and thus a high risk of non-distinctiveness, depending 

on what type of product the sounds comes from. Again referring to motorcycle engines, since 

there are a number of ways a two-cylinder motorcycle engine can be made, a Harley-

Davidson engine would need to be very distinctive in order to qualify as a registrable sign, 

even if that type of goods should require a high level of attention of the consumer. 

The Abercrombie-system would seem to lead to a similar result. If a mechanical sound could 
                                                
106 Janis, supra note 63, pp. 22-23. 
107 Id, p. 25. 
108 Id, p. 37. 
109 Amazing Spaces, Inc. v. Metro Mini Storage., 608 F.3d 225 (5th Cir. 2010).  
110 Janis, supra note 63, p. 38. 
111 In re Vertex Group LLC, 89 U.S.P.Q.2d 1694 (TTAB 2009); Nextel Comm., Inc v. Motorola, Inc., 91 
U.S.P.Q.2d 1393 (TTAB 2009) and In re Powermat Inc, 105 U.S.P.Q. 1789 (TTAB 2013). 
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be considered to be arbitrary or fanciful, it would likely be eligible and benefit more from 

copyright protection. A mechanical sound could probably be suggestive, especially in the case 

of a Harley-Davidson or Ducati engine, but at the same time it could also be considered by 

some, such as the TTAB, to be merely descriptive of a certain type of motorcycle engine. 

Therefore, extensive use in trade would most likely be required in order to acquire secondary 

meaning and be eligible for registration in the U.S. 

5.2 - Descriptive marks 
It should first be noted that the list in art. 7.1.c EUTMR is non-exhaustive, as made clear by 

the words “… or other characteristics of the goods or service”. When it comes to descriptive 

marks or descriptive character, an aspect to consider is the interest of competitors or the 

general public interest, that a sign is kept available for general use.112 Regardless, the 

examples in the list are also considered to be incapable of performing the most basic function 

of trade marks, namely the origin function. A sign is therefore barred from registration due to 

descriptiveness if the target public considers it to be an indication, directly or indirectly by 

reference, to designate the goods or services covered by the application.113 The link between 

the sign and the goods or services must be clear and direct so that the relevant public instantly 

can perceive it and without any effort understand the information conveyed about the goods 

or services, or one of their characteristics.114  

When using the Abercrombie-system it is important that one can separate ‘suggestive marks’ 

from those that are ‘merely descriptive’, since the former are considered to be inherently 

distinctive. The Court115 has devised four different tests for distinguishing between suggestive 

and descriptive marks: 

• The “dictionary” test: If the dictionary term of the sign refers to qualities or 

characteristics of the goods at issue, the mark is merely descriptive. 

• The “imagination” test: If the consumer perceiving the sign must make a leap of 

imagination in order to understand the relationship between the sign and the goods, it is 

more likely that the sign is suggestive than merely descriptive. If the sign immediately 

indicates what the underlying goods are and its qualities, it is more likely to be merely 

                                                
112 Windsurfing Chiemsee, C-108/97 & C-109/97, EU:C:1999:230, para. 25. 
113 Proctor & Gamble v. OHIM, C-383/99, EU:C:2001:461, para. 39. 
114 Hasselblatt, supra note 100, pp. 99-100. 
115 Zatarains, Inc. v. Oak Grove Smokehouse, Inc, 698 F.2d 786 (5th Cir. 1983).  
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descriptive. This test is considered to be the primary test for distinguishing between 

suggestive and merely descriptive marks.116 

• The “competitors’ need” test: If competitors making similar goods need the sign to 

describe the quality of their goods, the sign is likely to be merely descriptive. 

• The “third party’s actual use” test: If competitors have actually used the sign to describe 

their own and similar products, the sign is most likely merely descriptive.117 

Should a sign be considered to be merely descriptive, it can still be eligible for registration if 

it can acquire distinctiveness through secondary meaning. Secondary meaning means to 

analyse the consumers’ perception of the sign actually used in the marketplace in conjunction 

with the goods. This is usually proven through direct or indirect circumstantial evidence like 

consumer testimonies or through surveys of potential consumers, whilst also considering sales 

volumes of products bearing the sign, length of time the sign has been used etc.118 

The “four tests” devised in U.S. common law have several similarities with principles 

developed in ECJ caselaw. The “competitors need” and “third party’s actual use” test fulfil a 

similar function as the interest to keep certain signs available for the general use and the 

opposite would be contrary to the general public interest. The “dictionary” and “imagination” 

tests would seem to fulfil the same task as asking if whether or not the target public sees a 

sign as an indication to designate the goods or services covered by the application. U.S. 

common law has here produced clearer and better tools for analysing descriptiveness. 

In summary, the descriptiveness criterion should not pose to great of a threat to the 

registration of a mechanical sound, depending on what type of goods or services it is 

supposed to mark. However, as mentioned above, if the sound by the relevant public is 

considered to be indicative of a certain goods or services, it is lacking in distinctiveness and is 

therefore descriptive. The caselaw from the ECJ is almost entirely related to the application of 

descriptive word marks, and since words by themselves all have an inherent meaning, a word 

or a combination or words could easily become a descriptive word mark. For the same to 

apply to mechanical sounds, the various parts of mechanical sounds must by themselves have 

an inherent meaning, and it is my understanding that no such connection between sound and 

meaning exists, except perhaps for the sound of gunfire or ambulance sirens which could 
                                                
116 Zobodo Entertainment, LLC v. Falls Media, 602 F3d. 1108 (9th Cir. 2010). 
117 Janis, supra note 62, pp. 25-26. 
118 Zatarains, Inc. v. Oak Grove Smokehouse, Inc, 698 F.2d 786 (5th Cir. 1983) & Restatement (3rd) of Unfair 
Competition, The American Law Institute, (1995) § 13 cmt. E. 
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signify death or violence.  

The “four tests” used to differentiate between suggestive and merely descriptive sounds are 

somewhat easier to use in relation to mechanical sounds. The “dictionary” test is for obvious 

reasons not applicable on sounds. The “imagination” test however is highly applicable. Using 

the sound of a Harley-Davidson engine, it would be a stretch to say that its sound immediately 

indicates that it in fact is a Harley-Davidson engine, but after listening and hearing the rhythm 

of the engine, a vast number of people would most likely understand that it is so. The 

“competitors’ need” and “third partys’ actual use” test are most likely applicable, however 

when applying these tests, it is important to understand whether or not the specific mechanical 

sound made is necessary or unavoidable in order for the competitor to produce its own and 

similar products. If so the sound would most likely be merely descriptive of those goods. 

Such cases should however be few and far between, since most machines, even if their 

purpose are the same, can be designed in different ways and therefore produce different 

mechanical sounds, since it is likely that the mechanical sound made is an unintentional by-

product. 

5.3 - Customary marks 
Signs that have become customary are considered to be generic, indicative of certain goods or 

services and are therefore ineligible for registration since such signs no longer can fulfil the 

basic function of a trade mark, namely the origin function.119 This also means that generic 

signs are also lacking in distinctiveness. This specific provision in the absolute grounds for 

refusal safeguards that generic signs are made available to anyone, in order to protect the 

general public interest.120 This hurdle can however be overcome if the sign acquires 

distinctiveness.121  

The risk of being regarded as a customary is the same for mechanical sounds as any other 

trade mark. If you examine engine sounds, a typical American V8 engine has a very 

distinctive sound. However, since all V8s, regardless of manufacturer, basically sound the 

same, the typical V8 rumble could be described as customary and generic and therefore not 

eligible for registration. 

                                                

119 Merz & Krell, C-517/99, EU:C:2001:510. 
120 Hasselblatt supra note 100, p. 109. 
121 See Chapter 5.5. 
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Again looking at the Abercrombie-system, generic signs can not qualify as distinctive and are 

also not able to acquire distinctiveness through secondary meaning. This has been a 

longstanding rule from common law and is integrated into Section 14 of the Lanham Act.122 

Here the U.S. and EU trade mark systems differ in such a way that any further comparison 

would not render any useful guidance. 

5.4 - Could a mechanical sound be a functional sign? 
If a sign is considered functional, it becomes ineligible for registration. The article of interest 

is art. 7.1.3 EUTMR It states that signs are excluded from protection if they consist 

exclusively of: 

i. the shape, or another characteristic, which results from the nature of the goods themselves; 

ii. the shape, or another characteristic, of goods which is necessary to obtain a technical result; 

iii. the shape, or another characteristic, which gives substantial value to the goods. 

In the previous regulation, the requisite ‘another characteristic’ had not been implemented and 

one only had to consider the physical shape of a sign. However, even with the old regulation 

there was hardly any ECJ caselaw on the interpretation on these provisions. In order to give a 

possible indication of how the amended provisions should be interpreted in regard to 

mechanical sounds, I will apply the same logic used previously for shapes. The purpose of the 

provision itself must be considered to be unaltered from the previous wording, which is to 

keep certain product characteristics freely available for general use and thereby safe guarding 

the public interest by preventing monopolisation of an entire product category by one single 

proprietor.123 

5.4.1 - Sound as a characteristic? 

If an engine or a motorcycle is ‘the goods’, then the first question to be answered is if the 

sounds it makes whilst idling or revving can be considered to be a characteristic. I would 

argue that it can, any trait or expression that allows you to interact, study or understand an 

object/goods or services with said traits must also be considered to be one of its defining 

characteristics. This is regardless of whether the sound produced is a mere by-product not 

originally intended when the engine was designed, if it specifically was or if it is a 

requirement for the engine to function properly. 

                                                
122 15 U.S.C. § 1064. 
123 Hasselblatt, supra note 100, p. 112. 



 39 

5.4.2 - Nature of the goods 

Regarding the “nature” of the goods, it has been stated with regard to shapes that just because 

a sign in which the shape of the relevant goods is displayed, does not mean that it is 

automatically denied registration. What instead is relevant is if the shape is predetermined by 

the nature of goods, where “nature” means product category. Shapes cannot be registered as 

trade marks if they exhibit the intrinsic characteristics of a generic product of the respective 

category. For example, a fork in most cases consists of a handle and fork tines, and these two 

“parts” fall under the “nature of the goods”. Therefore, one must ask, from the view of general 

public, if the shape of those parts in the specific category of goods (cutlery in this case) is 

possible only in that specific manner, or if it is possible to design them in another way. If so, 

then the criteria for this provision are not fulfilled, and more specifically this means that any 

idiosyncratic modifications not predetermined by the nature of the goods are enough to pass 

the provisions obstacles, since they are not inherently generic to the nature of the goods.124 

Applying this line of reason to mechanical sounds and the sound of a Harley-Davidson 

engine, if one could say that the Harley-Davidson sound is an intrinsic characteristic of all 

two-cylinder motorcycle engines and that they could not be made in any other way, then it 

would not be eligible for registration. However, if Harley-Davidson has enhanced its original 

engine over time in order to achieve better performance, but still keeping its signature sound, 

that could be deemed to be an idiosyncratic modification and thus the mechanical sound 

would be eligible for registration. 

How ‘the goods themselves’ are defined is therefore crucial. If described too narrow, the 

sound is more likely to be excluded from protection.125 Using again the Harley-Davidson 

motorcycle engine as an example, if ‘the goods’ were defined as a two-cylinder/twin piston, 

horizontally opposed, common crankpin engine, where the second piston fires first at a 315 

degree rotation after the first piston has fired and then leaving a 405-degree gap before the 

first piston fires again (resulting in the famed pop-pop, pop-pop, pop-pop sound of a Harley-

Davidson) then the sound could be said to be a result from the nature of the goods. However, 

if a more general term was used, say that ‘the goods’ was a horizontally opposed, rubber 

mounted two-cylinder engine or just a two-cylinder internal combustion engine, then the 

                                                
124 Hasselblatt, supra note 100, pp. 116-117 & Hauck, C-205/13, EU:C:2014:2233, paras. 22-27. 
125 Seville, Catherine, EU Intellectual Property Law and Policy, Edward Elgar Publ., Cheltenham, UK, 2009, p. 
246-247. 
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sound would most likely not result from the nature of the goods since a two-cylinder engine 

can take on many different forms and produce a variety of mechanical sounds. 

5.4.3 - Functional marks 
Since there is a lack of ECJ caselaw, the closest guidance to be found is the Philips-case, 

which concerns a picture mark of a triple-headed shaver. The ECJ stated that art. 7.1.e 

EUTMR: 

“… is intended to preclude the registration of shapes whose essential characteristics 

perform a technical function, with the result that the exclusivity inherent in the trade 

mark right would limit the possibility of competitors supplying a product incorp-

orating such a function or at least limit their freedom of choice in regard to the tech-

nical solution they wish to adopt in order to incorporate such a function in their 

product.”126 

If the essential functional characteristics of the shape of a product are related solely to its 

technical result or if that shape was necessary for the intended result, the shape may not be 

registered as a trade mark, even if that technical result can be achieved by other shapes.127 

Here it should be noted that the registration of a functional product shape would allow the 

proprietor to prevent others from using the same shape and also other similar shapes.128 This 

would create the risk of a proprietor having control over numerous alternative shapes, which 

would be detrimental to the public interest. However, this is of foremost relevance when the 

solution incorporated in the shape is the technically preferred solution for the category 

concerned.129 The mere existence of alternative shapes does therefore not hinder the 

application of art. 7.1.e. This means that the provisions in art. 7.1.e must be applied broadly, 

which in turn means that not only those signs whose essential characteristics make up the 

technical function of the goods in question are refused registration, but also those signs 

consisting of shapes whose characteristics are the result of that function.130 

When dealing with shapes, a machine which is designed to perform a specific task, obviously 

has the necessary shape to perform that task. To give the shape of that machine trade mark 

protection would be to go against the interests of consumers and competitors and even the 
                                                
126 Philips, C-299/99, EU:C:2002:377, paras. 79-84 & Lego Juris v. OHIM, C-48/09 P, EU:C:2010:516, paras. 
43-46. 
127 Seville, supra note 125, p. 247. 
128 Lego Juris v. OHIM, EU:C:2010:516, paras. 53-57. 
129 Lego Juris v. OHIM, EU:C:2010:516, para. 60. 
130 Hasselblatt, supra note 100, pp. 117-118. 
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general public interest. However, when it comes to the mechanical sound a machine makes, 

the sound is in the majority of cases a by-product. It is not something taken into consideration 

when designing the machine, at least not primarily. In regard to sounds, and mechanical 

sounds in particular, this becomes somewhat of a ‘chicken-and-egg’ dilemma, meaning which 

one comes first?  

The purpose of the technical design of a machine was for the machine to perform a certain 

task, and then it happened to make a certain sound whilst performing said task. In the case of 

a Harley-Davidson motorcycle engine, the technical result strived for is to make the engine 

run and to make the motorcycle move forward. The specific sound a Harley-Davidson engine 

makes, or any other engine or machine for that matter, can hardly be considered to be an 

essential characteristic for the engine to run (the technical function or result), and therefore to 

give trade mark protection to the sound of a Harley-Davidson engine, would not preclude 

others from making other twin-cylinder engines for motorcycles, since it is possible to create 

a two-cylinder motorcycle engine in various ways, each with different idling sounds.  

There is a risk however that the mechanical sound of a Harley-Davidson motorcycle engine 

could be considered to be a characteristic that is the result of the technical function, since the 

mechanical sound is the result of the inner workings of the engine. However, this depends on 

how the technical function or result is described.131 If the sound primarily comes from a 

different part of the engine than that which performs the technical function, registration would 

theoretically still be possible. This is a very thin line to tread, since if one is too precise in 

describing where the sounds comes from, there is the risk of defining the sound as the result 

of the “nature of the goods” e.g. the engine, meaning a too narrow description and thus 

barring the sound from registration. 

Lastly it needs to be noted that as a general rule, it is considered a clear indication that a sign 

seeking protection should be barred from registration if the technical solution therein is or was 

protected by patent rights, as seen in the Rubik’s Cube-case.132 Here again it becomes highly 

necessary to establish from where in the machine the mechanical sound is produced. If it 

comes from a part or parts that are or have been under patent protection, trade mark 

registration is most likely not possible. However, if it can be established that the mechanical 

sound actually emanates from a part of the machine that was never protected by patent law, 
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registration could still be possible. This type of argumentation can clearly become very 

technical in nature, almost to a point where it resembles the argumentation in patent 

applications. 

5.4.4 - Doctrine of Functionality 
As in European law, the U.S. trade mark system also has a requirement of non-functionality 

for both registered and unregistered marks. Signs considered to be functional are according to 

the Lanham Act Section 2(e)(5)133 barred from registration. The functional design of a 

product is in trade mark terms of such importance to market competition that even if the 

design is distinctive, trade mark protection is not granted.134 The Supreme Court has stated 

that “… the functionality doctrine prevents trademark law, which seeks to promote compe-

tition by protecting a firm’s reputation, from instead inhibiting legitimate competition by 

allowing a producer to control a useful product feature.”135 and that, “[i]n general terms, a 

products feature is functional, and cannot serve as a trademark, if it is essential to the use or 

purpose of the article or if it affects the cost and quality of the article.”136 

5.4.5 - Mechanical or aesthetic functionality 
The U.S. courts have divided functionality into two categories, mechanical and aesthetic. 

Mechanic functionality exists when a products’ functionality is derived from the mechanical 

advantages of the product’s design. For example, the chassis design of a high performance 

Italian sports car usually fulfils two purposes: that of being an appealing shape to attract 

consumers and that of having beneficial aerodynamic effects. If it could be proved that by 

only implementing this chassis particular shape, car manufactures could achieve the same 

aerodynamic benefits, or if it could be proven that without this particular design, competing 

manufacturers would not be able to compete effectively at all, the chassis shape would most 

likely be deemed “mechanical”.137 

The difference between mechanical and aesthetic functionality can be described as to 

differentiate between a design with a primary purpose to make a product useful and a design 

with a purpose only to contribute to the products aesthetic appeal. A product can have an 

aesthetic functionality if the design in question contributes such a value that competitors 

                                                
133 15 U.S.C. § 1052. 
134 Janis, supra note 63, p. 54 
135 Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159 (1995). 
136 Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 170 (1995).  
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would have to license it in order to compete at all. An example of this is the red heart-shaped 

box for Valentine’s Day candy. The heart-shaped design does not make the box sturdier in 

any way (which could have been a mechanical functionality if such was the case), but instead 

the heart-shaped box is such a strong symbol that competitors would not be able to compete 

effectively.138 Since most cases of functionality are related to the mechanical category, and it 

would seem that that type of functionality is more relevant in regards to mechanical sounds, I 

will only shortly comment on aesthetic functionality. 

In the Wallace Int’l Silversmiths-case,139 the Court stated that for aesthetic functionality it is 

required that the trade mark protection would limit competition by reducing the range of 

alternative designs available for competing businesses. In the case, both parties manufactured 

silverware with classic baroque design elements such as scrolls, curls and flowers. Wallace’s 

products were “high-end”, whereas Godingers were not. The Court stated that to grant 

Wallace trade mark protection would hinder competition in the silverware market and 

especially the baroque silverware market.140 

In order to determine whether or not a design is functional, the Court created a test for 

mechanical functionality141 and suggested that four factors (the so-called Morton-Norwich 

factors) should be considered: 

1. Existence of expired utility patent revealing utilitarian advantages of the design (if such exist they 

should be taken as highly credible and indicate that trade protection should be denied); 

2. Advertising/promotion demonstrating the utilitarian advantages of the design (adds to the credibility of 

the first factor); 

3. Existence of alternative designs that perform the same function just as well (if a competitor is unable to 

create an alternative design performing the function equally well, trade mark protection should be 

denied); and 

4. If the design is the result of a relatively simple, cheap or superior production method for the article (if 

an alternative design theoretically exists, but practical factors such as production costs, makes it an 

unrealistic option, trade mark protection should be denied). 

In the Qualitex-case142 the Court explained that a product feature is functional “… if it is 

essential to the use or purpose of the article or if it affects the cost or quality of the article,’ 
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that is, if exclusive use of the feature would put competitors at a significant non-reputation-

related disadvantage.” In TrafFix-case143 the Court further explained that it had “… expanded 

upon the meaning of the phrase” so that a design was functional if the exclusive use of it 

would give competitors a significant non-reputation-related disadvantage.  

However, to suggest that the competitive need is the comprehensive definition of functionality 

would be incorrect. Instead, if it could be found that the design is already functional under the 

Qualitex formulation, then an assessment of competitive necessity is not needed. Another 

issue decided in the same case was that any expired utility patents were “strong evidence that 

the features claimed therein are functional.”144 In a later case145 from the Federal Circuit 

Courts, it was deemed logical that this principle was also applicable when there where patents 

still in force. 

In a more recent case,146 though non-precedential, the TTAB reversed the USPTO refusal to 

register a mechanical sound mark under Section 2(e)(5)147 of the Lanham Act, and Welch has 

summarised and commented of the case.148 The sound mark was for “eye glasses; optical 

glasses; [and] sun glasses,” the mark consisting of “a series of three, regularly spaced, 

repeated clicks, wherein the clicks resemble the sound of a small object striking another metal 

object.” The TTAB applied the Morton-Norwich factors and found that two third-party utility 

patents on resistant eyewear hinges did not mention sounds, and there had been no advertising 

stating that the applicants hinge was superior because of the sound it makes. The TTAB found 

in summary that the clicks where not essential to the making of resistant hinge, and was 

therefore not functional in the trade mark sense.  

The TTAB stated that the USPTO never claimed any functionality in the "click" sound itself, 

or the number of clicks, but had instead argued that the clicks were a "natural by-product" of a 

functional feature (like the sound an engine makes whilst idling), and could therefore not be 

registered. The USPTO could cite no case law in support of this "by-product" theory. 

However, if the "by-product" sound was "essential" to the use or purpose of the goods, then it 

would be functional in the U.S. trade mark sense. 
                                                
143 TrafFix Devices, Inc. v. Marketing Displays, Inc., 532 U.S. 23 (2001),  
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The designer of the three-click hinge gave a detailed description of the design and stated that 

he could have designed a hinge that made no appreciable sound, while still maintaining the 

hinges’ other features. Also, it would not result in additional costs to create variations with no 

sound, or a different number of clicks. The applicant also agreed that the 3-click sound is a 

“natural by-product” of the particular camming mechanism of its hinge, but argued that 

competitors would not be placed at a competitive, non-reputation related, disadvantage if the 

subject sound mark were registered, an argumentation the TTAB accepted. Something the 

TTAB did not discuss, was the fact that by granting trade mark registration, competitors to the 

applicant would from then on in practise be barred from manufacturing sunglasses with a 

similar technical solution, since it would most likely make the three clicks, and thereby 

infringing on the applicant protected trade mark. This would seem to go against the principles 

of trade mark law. 

Even though European and U.S. trade mark law both require that signs are not functional so 

that a single proprietor is hindered from dominating a market, the way that both systems 

attempt to reach this goal is quite different. European law has adopted more of a principle and 

“the-bigger-picture” approach, whereas U.S. law has a clear, precise and more formalistic 

system in place for determining functionality. Both system consider previous or existing 

patents a clear indication of functionality, but whereas European law does not consider 

alternative designs to be an indication of non-functionality, the U.S. does. This lack of 

substantial common grounds results in that a deeper comparison isn’t warranted.  

5.4.6 - Substantial value 

Again, European caselaw on the previous provisions of the EUTMR is almost non-existent. 

This provision however is said to be in relation to well-designed products, such as the ’Egg’ 

chair by Arne Jacobsen, which is considered to have a certain elegance as well as being 

functional. Another example is Philippe Starcks’ Ara-lamp, with its easily recognisable 

conical horn shape, is regarded as iconic in the field of modern design. The argument is that 

such products should only be offered design protection, rather than trade mark protection.149 

Just the fact that positive associations are made because of specific shape or design does not 

mean that a substantial value is added to it, nor is it enough that the shape seeking protection 
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consists of unusual and appealing elements and therefore increasing its value from a selling 

standpoint.150 

To put these arguments to potential sound marks, a fitting example would be to give trade 

mark protection to pieces of classical music. Such music can be said to be the pinnacle of 

human musical endeavour and it is the result of the composers’ intellectual exertions, much 

like the exertions of Arne Jacobsen and Philippe Starck. Such works are however better 

protected under copyright law. If any mechanical sound can be described in the same way as 

music, then the same argument for copyright protection can be made for such mechanical 

sounds. 

5.5 - Could a mechanical sound acquire distinctiveness? 
Should a sign fall within the different categories of art. 7.1.b, c or d EUTMR, all is perhaps 

not lost. According to art. 7.3 EUTMR a sign can still be registered “… if the trade mark has 

become distinctive in relation to the goods or services for which registration is requested in 

consequence of the use which has been made of it.” This means that through use, a sign that is 

unregistrable under art. 7.1.b, c and d, can still be registered.  

5.5.1 - To acquire distinctiveness 
In the Windsurfing-case,151 the ECJ stated that for distinctive character to be acquired “… the 

mark must serve to identify the product in respect of which registration it is applied for as 

originating from a particular undertaking, and thus to distinguish that product from goods of 

other undertakings”. The trade mark must allow for the relevant public to identify the origin 

of the goods or services protected by the trade mark, and to distinguish them from those of 

other undertakings.152 Since a EUTM is of a unitary character, it must be able to acquire 

distinctiveness throughout the EU, meaning that if a mark doesn’t do so in a part of the EU, 

registration must be refused.153 

This provision is a major exception to the provisions in art. 7.1.b, c and d. In order to enact it, 

an extensive use of the sign is required, so that the relevant public views are an indication of 

its commercial origin that is a result of economic and marketing investment by the applicant. 
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Since this provision acts as an exception to earlier provisions, it must not be interpreted 

broadly.154 

5.5.2 - Assessing if distinctiveness is at hand 

There are important factors that need to be observed when making an overall assessment of 

the evidence. Such factors are: the market share held by the mark; how intensive, 

geographically widespread and long-standing the use of the mark has been; the amount 

invested by the undertaking in promoting the mark; the proportion of the relevant class of 

persons who, because of the mark, identify goods as originating from a particular undertaking; 

statements from chambers of commerce and industry or other trade and professional 

associations. If it can be said that after weighing these factors, there is evidence that the 

relevant class of persons, or at least a substantial percentage of those persons, can identify the 

goods as originating from a certain undertaking because of the sign, it is eligible for 

registration.155 

As described above,156 in the U.S. assessing distinctiveness to see if a sign has acquired 

secondary meaning is done by analysing the consumer’s perception of the sign as it is used in 

conjunction with the goods. This is done by direct or indirect circumstantial evidence like 

consumer testimonies or through surveys of potential consumers, while at the same time 

taking into account sales volumes of products bearing the sign, length of time the sign has 

been used etc.157 The way to assess if distinctiveness is at hand is therefore very similar in 

both systems. 

In regards to sound and mechanical sound, there are no special considerations that need to be 

made. If a sound can fulfil the requirements mentioned above, then it can be registered, as 

long as it is not considered functional. Using the sound of a Harley-Davison motorcycle 

engine as an example, it would not be illogical to see a mechanical sound registered as a trade 

mark on the basis of the requirements stated by the ECJ.  
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Harley-Davidson engines have, at least according to the riders of Harley-Davidson,158 a 

unique sound and the oldest Harley-Davidson dealership in Europe is Warrs’ Harley-

Davidson in London, established in 1924.159 The Harley-Davidson sound is synonymous with 

a carefree and rebellious life style, as often portrayed by Hollywood in motion pictures and 

TV-series (e.g. Sons of Anarchy to give a modern example).160 Harley-Davison Inc. are of 

course well aware of this and have, for example, increased their marketing budget for 2016 by 

65%,161 and it would not be an unrealistic statement to say that almost all motorcycle riders, 

regardless of what type of motorcycle they ride, can easily recognise the sound of a Harley-

Davidson. However, to analyse exactly if a sign has acquired distinctiveness by the use of 

consumer interviews etc., falls outside the scope of this thesis. 

It should be noted here that there are additional absolute grounds for refusal, art. 7.1.f-k 

EUTMR. However, in regard to sound as a trade mark it would be difficult to think of a 

situation where they would be applicable, so they will not be commented on any further. 

5.6 - Chapter Summary 
We can now see that mechanical sounds as such are eligible for registration as long as they 

fulfil the requirements of distinctiveness and non-descriptiveness. Caselaw from the ECJ on 

the closest subject matter is on the descriptiveness of word marks. Since words have an 

inherent meaning, together or separately, whereas the individual components of mechanical 

sounds do not, it is my opinion that the argumentation in those ECJ-cases cannot be applied 

on mechanical sounds as trade marks. Instead we should to look to the U.S. and the 

Abercrombie-system and its four tests. The “competitors need” and “third party’s actual use” 

test aim to keep certain signs available for the general use in the interest of the public and 

market competition. The “dictionary” and “imagination” tests tries to assess if whether or not 

the target public sees a sign as an indication to designate the goods or services represented by 

the sign, which is basically what the ECJ also has wanted to avoid when stating that a sign is 

barred from registration due to lack of descriptiveness if the target public considers it to be an 

indication, directly or indirectly by reference, to designate the goods or services covered by 

the application.  
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In comparison, U.S. common law has produced a clearer and better system for analysing 

descriptiveness. 

In addition to the actual sound having to be distinctive, so does the description of the sound. 

This comes from the ECJ not granting protection to descriptions that are too vague. This 

could pose a challenge, since music can relatively easy be described with words since there 

has been a creative thought process behind its creation. Mechanical sounds are often by-

products of a technical result with a different creative thought and with a different aim, so to 

describe a mechanical sound in terms of beat (regular or irregular), pitch etc. could possibly 

be a significant hurdle. 

The different levels of attention of the relevant public must also be considered. The 

mechanical sounds of cheap household items such as electric toothbrushes need to have a high 

level of distinctiveness since the relevant public have a low level of attention, whereas 

expensive items don’t require such a high level since the relevant public is usually more 

attentive. This could open up new possibilities of sound design, since a sound designer should 

have a good idea of what other sounds there are and specifically design around them in order 

to achieve distinctiveness, whereas a sound produced as a by-product runs a greater risk of 

being the product of chance and non-distinctive. Regardless, a mechanical sound would most 

likely need to be very distinctive. 

Regarding the risk of sign being customary it is of utmost importance who the relevant public 

is. A non-relevant public could very well consider the sound of a Harley-Davidson customary 

or a generic trait of all motorcycles, but that doesn’t matter since it is only motorcycle riders 

and potential buyers that constitute the relevant public. 

If we consider the sound a machine makes to be one of its characteristics, and if that sound 

exhibits the intrinsic characteristics of the machine, then it cannot be registered as a trade 

mark. However, if the sound contains some form of aesthetic trait not inherently generic to the 

nature of the sound or the machine producing the sound, registration should be possible. This 

then shows the importance of defining “the goods”. If given a too narrow a definition it is 

likely that the sound the machine produces could be said to be a part of, or the result of the 

“nature of the goods” and then not eligible for registration. Giving the goods a broader 

definition should alleviate the problem, however this is a fine line to tread upon since the 

goods still needs to be described closely enough so it has distinctive character. 
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The registration of a products’ functional shape would allow for a proprietor to gain 

monopoly over a large product segment which would be detrimental to the public interest. A 

machine has the shape it needs in order to function and perform its designed task. Its shape 

evolves in conjunction with the development of the machine itself. A mechanical sound on the 

other hand is a by-product, a secondary result. It “comes into play” first after the development 

of the machine and its shape is finished and therefore, depending on what technical result is 

aimed for with said machine, cannot be considered to be an essential characteristic for the 

machine to function. This means that it is very important to define the technical result of a 

machine in order to understand if the sound is an essential characteristic needed for the 

technical result. This could however be a mute question, since one could easily argue that all 

parts of the machine are essential for the technical function and that the mechanical sound 

therefore is the result of the technical function and not eligible for registration. 

It is also of importance to investigate from where in the machine the sound is produced in 

order to avoid applying for sound marks where the sign originates from a machine or parts 

thereof that are or have been under patent protection, since this is a clear indication of that the 

sound is a functional characteristic. This in turn leads to very technical descriptions on par 

with patent applications. 

We find that there is common ground between U.S. and European trade mark law in that the 

requirements of non-functionality in both systems serve to promote fair competition. The U.S. 

system divides functionality into two categories, mechanical and functional. For mechanical 

functionality the court has devised a test where four different factors are considered, the 

existence of patents, advertising of utilitarian advantages, existence of alternative designs and 

if the design is the result of a simple production method. In European law two of these factors 

are also considered, namely patents and alternative design, so also here we find some 

common ground. The Qualitex formulation share some commonalities with European law, 

specifically that if the sign is essential to the use or the purpose of the article, (e.g. the fork 

and its’ fork-tines), registration is denied. 

Looking to mechanical sounds, the Morton-Norwich test is applicable, as seen in the In re 

Sutro-case at the TTAB. The Qualitex formulation is also relevant. For example, is the sound 

of a Harley-Davidson essential for the use and purpose of the motorcycle engine? Probably 

not. The sound is a by-product not needed for the engine to function. The engine can be 

designed in another way to produce a different sound. Does the sound affect the cost or 
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quality of the engine/motorcycle? Probably not. The sound definitely makes a Harley-

Davidson more appealing letting Harley-Davidson Inc. charge a higher price for its products, 

but the sound itself does not affect a Harley-Davidson in regards to price or quality. In the 

TrafFix-case the Court stated that only if a sign “passed” the Qualitex formulation an analysis 

of market competition is needed. Would registration of the Harley-Davidson sound give 

Haley-Davidsons competitors a non-reputation-related disadvantage? Not really, since there 

are several ways a two-cylinder engine can be designed, and competitors could still 

manufacture two-cylinder engines. 

This means that the sound of a Harley-Davidson should not be considered mechanically 

functional. However, since the first two-cylinder Harley-Davidson engine first came out in 

1909162 and as technology and Harley-Davidson have evolved greatly since then, the fact that 

Harley-Davidson still has kept its “old” design saying that they are “keeping in tune with their 

heritage” could mean that the mechanical sound of a Harley-Davidson is aesthetically 

functional. The sound is not needed for the engine to work and in spite of this, it has been 

kept even though the technology behind the sound is outdated. This would indicate that sound 

itself is a product of the conscious choice of the designers to make the product more appealing 

and maintaining a loyal customer base. 

Regarding the provision concerning added substantial value, it is difficult to apply to 

mechanical at all, since the provisions lack any form closer definition. There is also no similar 

provision in U.S. trade mark law. However, what can be said is if a mechanical sound adds 

substantial value to a product, and the sound is engineered; copyright protection would be 

more suitable. 

  

                                                
162 Harley-Davidson Inc., “http://www.harley-davidson.com/content/h-d/en_US/home/museum/explore/hd-
history/1900.html” (as visited 2016-04-09). 
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Chapter 6 - The relative grounds of refusal 

The relative grounds of refusal primarily protect already registered trade marks by barring 

younger or newer signs from registration on the grounds that they are too similar to the 

already registered trade marks. The relevant provisions have a different focus than those in the 

absolute ground of refusal and instead require an analysis not of how the relevant public 

perceives a sign per se, but rather the relationship between two supposedly different signs and 

how likely it is the two could be viewed as the same. This also calls into question the relevant 

point in time where confusion could be at hand. Pre-, post- or point of sale confusion 

discussions have been held in both legal system and we shall see that even though there are 

clear similarities, one system goes further than the other in its analysis. We shall also see the 

both legal systems have similar a purpose and approach, but again differ on certain matters. 

The protection against the dilution of trade marks primarily means to hinder the use of a 

newer trade mark in a different category of goods and services, when the older trade mark is 

so recognised or famous that the consumer might falsely believe that the two somehow share 

a common origin. Dilution protection is only afforded to famous marks, meaning that an 

analysis of what a famous or reputed mark in each system is first warranted. In summary, the 

relative grounds of refusal complement the absolute grounds of refusal to give the strongest 

protection possible for trade mark proprietors. 

6.1 - Likelihood of confusion 
Trade mark registration is inhibited if the sign comes into conflict with a previously registered 

trade mark or other distinctive sign. This is partly to protect the proprietor of the earlier trade 

mark, but also to protect the guarantee of origin – if both marks were registered; neither 

would be able to indicate origin. Art. 8 EUTMR therefore mirrors the provisions concerning 

infringement, found foremost in art. 9 EUTMR. This means that the proprietor of the earlier 

mark may prevent registration of the later mark since the use of the mark would infringe on 

the rights of the proprietor of the earlier mark.163  

Like art. 8 EUTMR, Section 2(d) of the Lanham Act164 bars the registration of signs that 

consist of, is similar to or resembles an already registered trade mark. This provision can also 

be said to mirror the provision of infringement in Section 32.165  

                                                
163 Seville, supra note 125, p. 93. 
164 15 U.S.C. § 1052. 
165 15 U.S.C. § 1114. 
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6.1.1 - Likelihood of confusion in European Trade Mark Law 

Article 8.1.a relates to the identity or likelihood of confusion with earlier registered trade 

marks, cases of so-called ‘double identity’, which means it requires identical colliding trade 

mark and identical colliding goods or services. Since the afforded protection is absolute, the 

‘identical signs’ is to be interpreted strictly meaning that the two signs should be the same in 

all aspects.166 Identity between the sign and the trade mark is therefore at hand if the “… 

former reproduces, without any modifications or additions, all the elements constituting the 

latter”.167 Identity does not only exist when the goods and services are completely identical 

(e.g. books are identical to books), but also when the goods and services in the application fall 

within the broader category of the earlier mark (e.g. books are identical to printed matter).168 

A difference noticed upon close inspection of the marks side-by-side by a reasonably 

observant consumer may be considered as insignificant. However, since the perception of 

identity between two signs cannot be the result of a direct comparison between the two, any 

differences not noticed by the average consumer will also be considered insignificant.169 This 

definition has received some critique, meaning that it makes it harder to differentiate between 

cases of identity and cases of similarity.170  

However, infringement is not at hand if the goods and services for which registration is 

applied are not identical with those for which the earlier trade mark is protected.171 

Art. 8.1.b. EUTMR relates to cases where there is either identity or similarity between the 

earlier registered trade mark and the EUTM application, the identity or similarity between the 

goods and services for which the earlier trade mark claims protection and to which the EUTM 

application extends. This so-called ‘likelihood of confusion’, includes the likelihood of 

association.172 Since the EUTM has unitary character, granting equal protection throughout 

the EU, the ‘likelihood of confusion’ is a so-called ‘autonomous concept’ of European 

intellectual property law. This comes from the principle of equality between EUTM and the 

trade mark laws of the Member States and from the requirement of uniform application of 

                                                
166 LTJ Diffusion, C-291/00, EU:C:2003:169, paras. 50 et seq. 
167 Seville, supra note 125, p. 93. 
168 Hasselblatt, supra note 100, p. 210. 
169 LTJ Diffusion, EU:C:2003:169, paras. 52 et seq. 
170 Isaac, Belinda and Joshi, Rajiv, ’What Does Identical Mean?’, E.I.P.R., 2005, pp. 184 et seq. 
171 Seville, supra note 125, p. 255. 
172 Hasselblatt, supra note 100, pp. 204-205. 
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European law throughout the EU.173 The likelihood of confusion has been clarified by the 

ECJ in the Canon-case174 as:  

“… the risk that the public might believe that the goods or services in question come 

from the same undertaking or, as the case may be, from economically linked 

undertakings. This is also in taking into consideration that the essential function of a 

trade mark is the function of origin.”  

6.1.2 - The Sabèl Factors 

In the Sabèl-case175 the ECJ explained that there are several factors that need to be considered 

when evaluating the likelihood of confusion. Factors such as recognition of the trade mark on 

the market, the associations that can be made with the used or registered sign, the degree of 

similarity between the trade mark and the sign and the goods and services. These factors must 

be appreciated globally taking in all elements relevant to the case. They are then weighed 

interdependent from each other, meaning that they are assessed individually and then weighed 

against each other. This is consistent with recital 10 TMD, which states that the appreciation 

of the likelihood of confusion:  

“... depends on numerous elements and, in particular, on the recognition of the trade mark on the 

market, of the association which can be made with the used or registered sign, of the degree of 

similarity between the trade mark and the sign and between the goods or services identified.” 

When analysing the similarity of marks, their visual, aural and conceptual similarity is 

assessed. Two marks are considered similar when they at least are partially identical in one of 

these categories, and this from the viewpoint of the relevant public. The analysis is based on 

the overall impression made by the marks, taking into special consideration their distinctive 

and dominant parts since it is these that usually leave a lasting impression with the consumer. 

The special circumstances of each case will also be needed to be taken into consideration.176 

When assessing the likelihood of confusion, it is not done through an abstract comparison 

between conflicting signs. Instead, the assessment is based on the perception the relevant 

public has of the signs and the goods and services in casu, therefore it is crucial to properly 

identify the public concerned by the conflicting trade marks.177 As mentioned above, since the 

                                                
173 See Chapter 2. 
174 Canon Kabushiki Kaisha v. Metro-Goldwyn-Mayer, C-39/97, EU:C:1998:442, paras. 28-30. 
175 SABEL v. Puma, Rudolf Dassler Sport, C-251/95, EU:C:1997:528, paras. 18-19. 
176 Seville, supra note 125, p. 256. 
177 ancotel GmbH v. OHIM, T-408/09, EU:T:2011:241, para. 31. 
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EUTM has a unitary character, it is the public concerned in the EU as a whole that needs to be 

identified. The average consumer in the relevant territory normally perceives a mark as a 

whole and does not ponder on its inherent details.178 The average consumer also seldom has 

the opportunity to make a direct comparison between the different marks, and must instead 

trust the imperfect images of the marks in his mind.179  

Regarding the goods and services covered by an earlier mark, the relevant public consists of 

the users in the territory that are likely to use both the goods and services of the earlier mark 

and that of the contested mark,180 and regarding the consumers level of attention, the relevant 

public is considered to be of the average consumer, reasonably well-informed and reasonably 

observant and circumspect,181 considering that the average consumers level of attention shifts 

in relation to the category of goods and services in question. 

When analysing the similarity of the goods and services, all factors relating to the goods and 

services at hand are to be taken into account, meaning their nature, their end-users, their 

method of use, if they complement each other or if they are in competition with each other.182  

In regard to mechanical sounds, and assuming that there is a previously registered sound 

mark, cases of double-identity through an application of art. 8.1.a would most likely be very 

few since it would be very easy to compare the likeness of the trade mark and the sign 

beforehand, since both are most likely stored in a digital format, meaning that possible 

infringement can be avoided early on. 

The application of art. 8.1.b is not as simple. The analysis of market recognition and possible 

associations with mechanical sounds should differ in comparison to the analysis made in other 

types of marks. When analysing similarities between the registered trade mark and the sign 

for which trade mark protection is applied, European trade mark law tells us to do this by 

analysing visual, aural and conceptual similarities. A visual analysis is for obvious reasons 

not possible. When performing a conceptual analysis one needs to understand if the 

mechanical sounds to be compared were created with a specific intent, or if they were the 

                                                
178 OHIM v. Shaker, C-334/05, EU:C:2007:333, para. 41; Nestlé v. OHIM, C-193/06, EU:C:2007:539, paras. 34 
et seq. 
179 Lloyd Schufabrik Meyer, EU:C:1999:323, para. 26. 
180 ancotel GmbH v. OHIM, EU:T:2011:241, para. 38. 
181 Lloyd Schufabrik Meyer, EU:C:1999:323, para. 26; Alcon. v. OHIM, C-412/05, EU:C:2007:252, paragraph. 
62. 
182 Canon Kabushiki Kaisha v. Metro-Goldwyn-Mayer, EU:C:1998:442, para. 17. 
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product of chance, like a by-product (e.g. the sound of an engine). If the sounds were created 

with intent, a conceptual analysis should be possible. If only one of the sounds were created 

with intent and analysis should still be possible, this would not be very fruitful since no 

proper conceptual comparison could be made. An aural analysis is however very possible. 

Even though the sounds are digitally stored and an analysis of rhythm, pitch etc. can easily be 

made, such an analysis does not give “the whole picture”, one must actually listen to both 

sounds to see if there are any perceived similarities.  

Since the analysis is supposed to be based on the overall impression a mark makes, the 

analysis becomes hampered when only one type of similarity can be analysed. Also, when 

considering the distinct and dominant parts of a mechanical sound, there is only a small 

amount of parts that could be distinct and dominant in a mechanical sound, even if the 

mechanical sound as a whole consists of several sub-parts. If the mechanical sound consists of 

several distinct sounds, then perhaps they could be isolated and perceived as distinct or 

dominant, but compared to word marks, graphical shapes and musical tunes, the components 

of a mechanical sound are numerous and hard to separate and identify. This would make a 

likelihood of confusion comparison between mechanical sounds less distinct and less 

thorough compared to other types of marks, making it harder to decide whether or not a 

mechanical sound should pass the bar set up in art. 8.1.b. EUTMR. 

A comparison between the goods and services for mechanical sounds marks should however 

not differ from a comparison between more traditional trade marks and signs. 

Regarding the relevant point in time when the likelihood of confusion assessment is to be 

made, the ECJ stated in the Levi Strauss-case183 by citing previous cases184 that to ensure the 

essential function of a trade mark “… the proprietor must be protected against competitors 

wishing to take unfair advantage of the status and reputation of the trade mark by selling 

products illegally bearing that mark”.185 

The Court continued and stated that the protection of a mark from infringement is neither 

genuine nor effective if the perception of the public at the time of use of the infringing sign is 

                                                
183 Levi Strauss, C-145/05, EU:C:2006:264. 
184 Loendersloot v. Ballantine & Son and Others, C-349/95, EU:C:1997:530 and Arsenal Football Club, C-
206/01, EU:C:2002:651. 
185 Levi Strauss, EU:C:2006:264, para. 15. 
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not taken into account,186 and that if the likelihood of confusion was assessed at a point in 

time after the infringing sign had started being used, the user of that sign might take undue 

advantages of his own illicit behaviour by saying that the goods or services in question had 

become less renowned, something he himself would most likely be responsible for,187 an 

analysis that would not seem to lack the focus needed considering the aim is to provide the 

broadest protection possible or enterprises and consumers. 

European trade mark law can therefore be said to focus on the point in time of the first use of 

the infringing sign, and not taking into consideration the possible post-first use effects the 

infringing sign has on the market. However, the ECJ has briefly considered confusion post-

sale. In the Arsenal-case188 the ECJ confirmed that there was a risk of confusion after the 

goods had been sold and taken away from the stalls where they had been sold, in such a way 

that consumers may interpret the sign on the goods to have a joint undertaking of origin with 

the authentic goods. The ECJ has not elaborated further on the topic so in summary it must be 

said that European trade mark primarily focuses on point-of-sale confusion. 

6.1.3 - Likelihood of confusion in U.S. Trade Mark Law 
In order to analyse if there is any likelihood of confusion between the older and newer sign, 

U.S. federal courts use different variations of a multi-factor test.189 Regardless of variation, 

three principles need to be taken into consideration.  

First, the analysis is into the future: you are predicting how likely it will be in the future that 

confusion will arise. In cases regarding damages of alleged past infringement the trade mark 

proprietor must prove actual confusion.190 The analysis is to a certain extent speculative, but it 

cannot be solely the result of guessing, as stated in A & H Sportswear-case,191 where just the 

“possibility” of confusion was not enough to constitute infringement. 

Secondly, the analysis goes beyond confusion just relating to the origin of the goods, also by 

including confusion relating to the alleged infringer’s affiliation with the plaintiff or 

sponsorship by the plaintiff, as seen in Boston Professional Hockey-case,192 where the 

                                                
186 Levi Strauss, EU:C:2006:264, para. 17. 
187 Levi Strauss, EU:C:2006:264, para. 18. 
188 Arsenal Football Club, EU:C:2002:651, para. 57. 
189 Janis, supra note 63, p. 207. 
190 Janis, supra note 63, p. 204. 
191 A & H Sportswear Inc. v. Victoria’s Secret Stores Inc., 166 F.3d 197 (3rd Cir. 1999).  
192 Boston Professional Hockey Association, Inc. v. Dallas Cap & Emblem Mfg., 510 F.2d 1004 (5th Cir. 1975).  
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defendant was found liable for trade mark infringement by selling cloth emblems bearing the 

logos of National Hockey League teams.  

Thirdly, any alleged confusion need not to have taken place at the time of purchase, meaning 

that both pre- and post-sale confusion is possible.193 

6.1.4 - The Polaroid Factors 

As mention above, all federal courts use a variation of a multi-factor test. In the Polaroid-

case,194 the Second Circuit federal court stated that the: 

“[Likelihood of confusion] is a function of many variables: the strength of [the] mark, the degree 

of similarity between the two marks, the proximity of the products, the likelihood that the prior 

owner will bridge the gap, actual confusion, and the reciprocal of defendant’s good faith in 

adopting its own mark, the quality of the defendant’s product, and the sophistication of the buyers. 

Even this extensive catalogue does not exhaust the possibilities – the court may have to take still 

other variables into account.” 

The essence of this statement has been repeated in other cases. In the Sullivan-case,195 

the Court cautioned that the factors “… operate only as a heuristic device to assist in 

determining whether confusion exists”. In the Network Automation- and Rosetta Stone-

cases,196 the Court also explained that the purpose of the factors are that they may be 

“an adaptable proxy for consumer confusion” and that “the factors are non-exhaustive”.  

With regard given to the statement made by the Second Circuit above, the courts still consider 

the factors to be of utmost importance and it is quite rare for a court to add any new factors.197 

Each Circuit’s multi-factor test varies, but the most common factors are: 

1. Similarity of the marks 

2. Strength of plaintiff’s mark 

3. Relatedness of the products/services (competitive proximity) 

4. Defendant’s intent 

5. Actual Confusion 

6. Purchaser Care/Purchaser Sophistication198 
                                                
193 Janis, supra note 63, pp. 205-206. 
194 Polaroid Corp. v. Polarad Electronics Corp., 287 F.2d 492 (2nd Cir. 1961).  
195 Sullivan v. CBS Corp., 385 F.3d 772 (7th Cir. 2004).  
196 Network Automation, Inc. v. Advanced Systems, Inc, 638 F.3d 1137 (9th Cir. 2011) & Rosetta Stone Ltd. V. 
Google, Inc, 676 F.3d 144 (4th Cir. 2012). 
197 Janis, supra note 63, p. 209. 
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Regarding the similarity of the marks, both the courts and the TTAB, study the similarity on 

the three levels, sight, sound and meaning and the court stated in the AMF-case199 that “… 

each must be considered as [it] is encountered in the marketplace. Although similarity is 

measured by the marks as a whole, similarities weigh more heavily than differences.” 

In regard to mechanical sounds, the three initial principles that must be adhered to when 

performing a likelihood of confusion analysis still have a worth, if somewhat less than with 

more traditional marks and signs. That the analysis is forward looking is not an issue nor is 

the fact that any alleged confusion is not time-of-purchase bound.  

When using the multi-factor test, it should per se not be any more difficult to apply on 

mechanical sounds than on other types of marks, with the exception of the similarity factor. 

As with European trade mark law, the only level of similarity comparison of value here is an 

aural analysis (as opposed to a visual and conceptual analysis), again for obvious reasons. 

Regarding pre-sale confusion, it has been known for a long time that it is very difficult to 

introduce a new product on an old market. It is not uncommon that a new competitor 

confusingly copies a previously existing trade mark hoping to lure unsuspecting consumers to 

his goods and services instead. In this situation the confusion manifests itself before the actual 

sale. In the Australian Gold-case,200 the court identified three types of harm that might arise 

from pre-sale confusion: 

1. The original diversion of potential customers to goods or services that he or she falsely believes to be 

that of another producer; 

2. The effect that the previous diversion has on the customer’s final decision on whether or not to buy the 

goods or services, which is caused by the faulty impression that the two goods or services are related; 

3. The initial good will and credibility the potential customer may bestow upon the infringers products, 

based upon the customer’s previous perception of the infringed products.201 

The pre-sale confusion concept is not an independent theory, but is instead based on the 

traditional point-of-sale theory, as seen in the Polaroid-factors. Certain courts have however 

adapted the factors to a pre-sale situation and to the specific case at hand.202 

                                                                                                                                                   
198 Id, p. 208. 
199 AMF, Inc v. Sleekcraft Boats, 599 F.2d 341, 351 (9th Cir. 1979). 
200 Australian Gold, Inc. v. Hatfield, 436 F.3d 1228 (10th Cir. 2006). 
201 Janis, supra note 63, pp. 231-232. 
202 Id, p. 234. 
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Post-sale confusion on the other hand can be described as when there is no confusion of the 

purchaser at the point of sale, but a confusion among the potential consumers when seeing the 

infringing mark. Older cases have referred to post-sale confusion as secondary confusion and 

and confused viewers as secondary viewers of the mark.203 A typical example of post-sale 

confusion is when a customer buys a fake Rolex watch for €25. One would have to be quite 

dim-witted to believe that the €25 Rolex is genuine, so there is most likely no point-of-sale 

confusion. However, when other people see the fake Rolex they will not be aware of the fact 

that it was bought for €25, and therefore being confused as to the origin of the watch.204 

The type of damages usually associated with post-sale confusion are often very similar to the 

damages caused in trade mark dilution cases. Courts assessing post-sale confusion have for 

the most part used the Polaroid-factors, or versions thereof adapted to post-sale confusion, for 

example, evidence of actual confusion should be limited to the point of sale, but should also 

take into account viewer reactions after the point of sale.205 

The temporal aspects of confusion differ greatly between European and U.S. trade mark law. 

In Europe focus is on the point in time when the infringing sign is first used, or the point of 

sale. U.S. trade mark law takes a more realistic and market friendly approach by considering 

pre-, post- and point-of-sale confusion. This means that trade marks in the U.S. have a much 

broader protection against infringement. In regard to mechanical sounds, in the U.S. account 

is taken of malicious emulations pre- and post-sale of a sound that would be easy to 

manipulate digitally for use in marketing, something which is not offered in European trade 

mark law.  

However, considering that a product emitting a potentially trade mark worthy mechanical 

sound would in many cases be an expensive product, neither pre- or point-of-sale confusion is 

relevant. This is due to the fact even if there is pre-sale confusion, once a customer is about to 

purchase the product emitting the mechanical sound, the customer will likely scrutinise the 

product to make sure that the “right” product is purchased for a large amount of money, 

thereby eliminating any pre-sale confusion and also making a point-of-sale confusion 

discussion irrelevant. However, post-sale confusion is still very possible since passers by will 

                                                
203 See, e.g. Masterrafters Clock & Radio Co. V. Vacheron & Constantin-Le Coultre Watches, Inc., 221 F.2d 
464 (2nd Cir. 1955) and Academy of Motion Picture Art & Sciences v. Creative House Promotions, Inc., 944 
F.2d 1446 (9th Cir. 1991). 
204 Janis, supra note 63, pp. 236-237. 
205 Id, pp. 238-239. 
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not a have any opportunity for a closer inspection and will therefore risk believe that two 

mechanical sounds share a common origin or confuse the individual origins of the two, as in 

the Arsenal-case.206 

It needs to be noted however that when analysing confusion in relation to origin, affiliation 

and possible sponsorship, it is inherent in all those categories that some form or source or 

origin for each mark is relatively easy to identify, otherwise there would be nothing to be 

confused about. The same cannot be said for mechanical sounds, where one would most likely 

have to listen intently and repeatedly in order to understand what at least one of the 

marks/signs is representing and what it consists of, making an analysis all the more difficult. 

6.3 - Reputed and Famous Trade Marks 
Both European and U.S. trade mark law contain provisions that grant protection to marks 

outside of the goods and services they represent. These marks are called reputed or famous 

marks. An example is “Rolls Royce”, the well-known trade mark for very exclusive British 

automobiles. This reputed trade mark is protected outside the category for which it originally 

was intended, namely cars, meaning that other business enterprises are forbidden from using 

“Rolls Royce” in conjunction with the marketing of their own products, e.g. “Product XXX, 

the Rolls Royce of table cloths” would not be allowed. 

Both legal systems have slightly different approaches to “famous” marks, so a comparison is 

therefore warranted. 

6.3.1 - Reputed Marks in European law 

Art. 9.2.c EUTMR confers on the proprietor of a reputed mark the right to prevent others from 

using the reputed trade mark in the course of trade for similar and non-similar goods and 

services for which the reputed trade mark is registered.  

In the General Motors-case the ECJ explained that for a trade mark to receive the extended 

protection granted by the provision,207 it is implied that there is a certain degree of knowledge 

of the earlier (and reputed mark) required amongst the public. It is only when the earlier mark 

is well-known enough amongst the public, and when the public is confronted by the latter 

mark, it makes an association between the two trade marks, regardless if the goods and 

                                                
206 Arsenal Football Club, C-206/01, EU:C:2002:651. 
207 In the case art. 5.2 TMD was analysed, which today can be found with very similar wording in art. 9.2.c 
EUTMR. 



 62 

services for the two marks are similar or not.208 The degree of knowledge required is reached 

when the earlier mark is known by a significant part of the public concerned by the goods and 

services covered by that trade mark.209 The relevant public is, depending on the goods and 

services, either the public at large or a more specialised public such as traders in a specific 

sector.210 

Finally, when examining these conditions, the national courts must consider all the relevant 

facts, especially facts such as the market share held by the trade mark, geographical extent 

and duration of its use and the size of investment made in promoting the trade mark.211 

6.3.2 - Famous Marks in U.S. Law 

U.S. trade mark law takes a different approach than its European counterpart. In Europe there 

is no statutory definition of a “famous” mark, nor what the courts are to look at when 

analysing if a mark indeed is “famous”. In the U.S., both the definition of a famous mark and 

how to determine if the mark is famous has been codified. The Lanham Act in Section 

43(c)(2)(A)212 states that: 

… a mark is famous if it is widely recognized by the general consuming public of the United 

States as a designation of source of the goods or services of the mark's owner. In determining 

whether a mark possesses the requisite degree of recognition, the court may consider all relevant 

factors…” 

The use expression ‘general consuming public’ means that it is insufficient that fame arises in 

just one part of the public, which in turn means that a high percentage of the relevant public 

must be able to recognise the mark.213 In order to determine if a mark is famous the court is to 

consider all the relevant factors, and especially: 

1. The duration, extent, and geographic reach of advertising and publicity of the mark, whether 

advertised or publicized by the owner or third parties. 

2. The amount, volume, and geographic extent of sales of goods or services offered under the mark. 

3. The extent of actual recognition of the mark. 

                                                
208 General Motors, C-375/97, EU:C:1999:408, para. 23. 
209 General Motors, EU:C:1999:408, para. 26. 
210 General Motors, EU:C:1999:408, para. 24. 
211 General Motors, EU:C:1999:408, para. 27. 
212 15 U.S.C. §§ 1125. 
213 Fhima, Ilanah Simon, Trade Mark Dilution in Europe and the United States, Oxford University Press, 
Oxford, UK, 2011, pp. 25-26. 
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4. (iv) Whether the mark was registered under the Act of March 3, 1881, or the Act of February 20, 

1905, or on the principal register.214 

When comparing the two legal systems we see that the definition of what a reputed and 

famous mark is, is quite similar. The U.S. system is more comprehensive and pragmatic, 

for example taking into account actual recognition of the mark, but also taking into 

account more factors overall. However, according to Fhima, there is evidence that the 

lower courts in the EU take into account a wider range of factors than those mentioned 

in the General Motors-case, and that there is significant overlap with the factors used in 

the U.S.215 Nevertheless, from a systematic and predictability standpoint, U.S. statutory 

law provides for a better understanding of how a famous mark is to be defined. 

These provisions are of utmost importance, also to mechanical sounds. For instance, 

since Harley-Davidson is today probably the only commercial entity actively using a 

mechanical sound in its marketing, the fact that the sound of its engines most likely 

qualify as both a reputed and famous mark, the provisions become very important 

should Harley-Davidson want to file suit for trade mark infringement of their 

mechanical sound, granted that it has been registered for protection in the first place. 

6.4 - Trade Mark Dilution 

6.4.1 - Dilution in European Trade Mark Law 
Art. 8.5 EUTMR forbids the registration of a sign when: 

“… it is identical with, or similar to, an earlier trade mark, irrespective of whether the goods or 

services for which it is applied are identical with, similar to or not similar to those for which the 

earlier trade mark is registered, where, in the case of an earlier EU trade mark, the trade mark has a 

reputation in the Union … and where the use without due cause of the trade mark applied for 

would take unfair advantage of, or be detrimental to, the distinctive character or the repute of the 

earlier trade mark”   

In the Intel-case216 the ECJ stated that the provision217 means to hinder the registration of a 

newer trade mark that could become detrimental to the reputation of the older mark in such a 

way that the older marks ability to identify the goods and services for which it is registered is 

                                                
214 15 U.S.C. §§ 1125. 
215 Fhima, supra note 213, p. 47. 
216 Intel Corporation, C-252/07, EU:C:2008:655, para. 29. 
217 In the Intel-case art. 4.4.a and 5.2 TMD where analysed. However, these provisions are found in a very 
similar wording in art 8.5 EUTMR.  



 64 

weakened by the use of the newer mark. This requires that in the eyes of the the relevant 

public of the goods and services for which the mark is registered, some form of link would 

need to be established between the two marks.  

Link or no-link? 

In the Intel-case the ECJ restated what it had said in a previous case,218 that such a link must 

be assessed globally by taking into account all relevant facts and circumstances. 

When it comes to the level of similarity between the marks, the ECJ states that the more 

similar the marks are, the more likely it is that the newer mark will bring the older mark to 

mind. Also, the more distinctive the older mark is, the more likely it is that such a link will 

arise. However, these conditions alone do not positively create such a link, instead the 

proprietor of the older mark must prove that there is a serious risk that damages will occur in 

the future because of the use of the newer mark.219 

Also, the goods and services of the old and new marks are highly relevant when determining 

if there is a link. The Court restated what it had said in the General Motors-case, namely that 

the relevant public is, depending on the goods and services, either the public at large or a 

more specialised public such as traders in a specific sector.220 The Court then continued by 

clarifying three different scenarios.221 

First, it is possible that the public relevant for the goods and services of the older mark is 

completely distinct and separate from public relevant for the newer mark, regardless of its 

reputation. In such a situation, the public relevant for each mark may never be confronted 

with the other so as to establish a link between the two. 

Secondly, if the relevant circles of the public are the same or overlap to some extent, those 

goods or services may be so different from each other that the newer mark is unlikely to bring 

the older mark to mind of the relevant public if that sign is seen in an entirely different 

context. 

Thirdly, the repute of the older mark may have spilled over beyond the obvious relevant 

public to either the general public (like Rolls Royce) or, at least, to the relevant public of the 

newer mark. In such a case, an association cannot be excluded even if the respective goods 

and services are in theory separate and distinct. 
                                                
218 Adidas-Salomon and Adidas Benelux, C-408/01, EU:C:2003:582, para. 30. 
219 Intel Corporation, EU:C:2008:655, para. 38. 
220 General Motors, EU:C:1999:408, para. 24. 
221 Intel Corporation, EU:C:2008:655, paras. 48-53. 
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The Court summarised by saying again that the existence of a link must be assessed globally 

and the fact that the newer mark calls the earlier mark into mind is tantamount to the existence 

of such a link.222 

Assessing detriment in the form of dilution by blurring 

When analysing if damages have occurred, the ECJ states that such an analysis is to be 

conducted in the same manner as when analysing a possible link, meaning globally and with 

regard to all relevant factors. The ECJ again used a similar argument as in its assessment of 

the existence of a link, by stating that the more immediate and apparent the older mark is 

brought to the mind by the newer sign, the more likely it is that damages will occur. Also, the 

more distinctive the older marks character and reputation is, the easier it will be to establish 

that damages have been caused.223 The same type of reasoning can be applied in a trade mark 

registration process when analysing if detriment by dilution could occur in the future. 

To finish of, the ECJ stated that the use of an identical or similar mark could in some cases 

cause damages to the older mark, but this is in most cases dependent on the relevant public 

and type of goods and services for which the marks are registered. The more unique a mark is 

or if it is a “famous” mark, the more likely it is that the use of the newer mark would be 

detrimental to the older marks distinctive character. Since blurring is the result of when the 

identity of the goods and services that the older mark is representing is weakened due to the 

use of the newer mark by way of loosening the older marks hold on the public mind, proof of 

dilution requires evidence of change in economic behaviour of the consumer because of the 

use of the newer mark.224 

6.4.2 - Dilution in U.S. Trade Mark Law 

In the U.S., the theory of trade mark dilution is based on the notion that some types of 

unwarranted uses of a mark that do not result in confusion amongst the consumers, may still 

harm the trade mark owner. The purpose is to avoid that consumers begin to associate a mark 

with a new variety of different products, unintended by the trade mark proprietor.225 

In regards to the registration of trade marks, Section 2(f)226 of the Lanham Act states that 

dilution is grounds for opposition or cancelling a registration. For example, in the Rolex-
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226 15 U.S.C. § 1052. 



 66 

case,227 registration for ROLL-X for medical and dental x-ray tables was opposed by the 

proprietor of the mark ROLEX for watches. 

Section 2(f) states that “[a] registration for a mark which would be likely to cause dilution by 

blurring or dilution by tarnishment under section 43(c), may be cancelled pursuant to a 

proceeding brought under either section 14 or section 24.” 

Section § 43(c)(1) states that dilution protection is only provided for famous marks and 

Section § 43(c)(2)(B)228 then describes dilution by blurring as the “association arising from 

the similarity between a mark that impairs the distinctiveness of the famous mark.” All 

relevant factors are to be considered and especially the following: 

1. The degree of similarity between the mark or trade name and the famous mark. 

2. The degree of inherent or acquired distinctiveness of the famous mark. 

3. The extent to which the owner of the famous mark is engaging in substantially exclusive use of the 

mark. 

4. The degree of recognition of the famous mark. 

5. Whether the user of the mark or trade name intended to create an association with the famous 

mark. 

6. Any actual association between the mark or trade name and the famous mark. 

The idea behind dilution by blurring is that such a use may cause clutter in the marketplace in 

such a way that it reduces the unique connection between the mark and the products of the 

famous mark owner. As described in the Visa-case,229 dilution by blurring gives rise to a 

“multiplication of meanings” for the mark, something which is said to be “the essence of 

dilution by blurring”. 

In summary, both dilution prevention systems aim to avoid detrimental effects to the 

distinctive character of a mark. Both systems, and the European system explicitly, state that a 

link is needed between the older and newer mark. In the U.S. system it becomes obvious 

when regarding the specific factors mentioned in Section § 43(c)(2)(B) of the Lanham Act.  

Also, both systems only provide dilution protection for famous marks. In Europe so-called 

famous marks or unique marks are considered to run a higher risk of dilution damage at the 

                                                
227 Rolex Watch U.S.A., Inc. v. AFP Imaging Corp., 101 U.S.P.Q.2d 1188 (TTAB 2011). 
228 15 U.S.C. § 1125. 
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use of a newer and similar mark and the mere fact that the older mark is brought to mind by 

the newer mark is a strong signifier that there is a link and that the older mark is reputed. 

A fundamental difference is that in the European system, a different category or goods and 

services between the older and newer mark could in theory protect against dilution (of non-

famous marks), whereas in the U.S. this is not relevant. Instead the dilution protection system 

is geared toward avoiding that consumers, unintentionally from the proprietor of the older 

mark, associate the older mark with new products.  

The U.S. system seems more refined where special consideration is taken to what specific 

factors must be considered, and it also seems to be more protective of market interests rather 

than consumer interests, since the category goods and services of the marks are not relevant.  

In regard to mechanical sounds, say that a mechanical sound has been registered as a trade 

mark, and that it through previous use of the proprietor has become famous, e.g. the sound of 

a Harley-Davidson engine. Should a new mechanical sound apply for registration an analysis 

of distinctiveness of each mark must be made, as described above. Even if each mark is 

considered distinctive, is it still possible that a link could be formed between the two marks on 

the basis of them just being mechanical sounds? I would argue that there definitely is a risk. 

In practise, if a commercial entity achieves trade mark protection for a mechanical sound, it is 

not unlikely that its competitors will try the same, meaning applying for trade mark protection 

of their own mechanical sounds, which in turn means if the newer marks are granted 

protection, that we would have several similar mechanical sound marks in the same goods and 

service category. This results in an obvious high risk of dilution damage for the older trade 

mark, meaning that the newer marks should not be granted protection. 

However, this also means that if a proprietor is afforded trade mark protection for its 

“reputed/famous” mechanical sound, it would at the same time gain near monopoly-like 

standing, barring all competitors from using similar trade marks and thereby circumventing 

for example patent law protection, which is time-limited. This would go against the very 

purpose of intellectual property law and the functioning of the internal market. 

6.5 - Chapter Summary 
When first comparing European and U.S. provisions regarding protection against registration 

of similar marks, we can see that both systems confusion-barring provisions mirror their 

respective infringement provisions. The Lanham Act clearly forbids registration of signs that 
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could lead to confusion, regardless if it is an identical sign or a similar sign. If it could cause 

confusion it is ineligible for registration.  The EUTMR has divided the infringing sign into 

two categories, identical and similar. This is symptomatic of the technical and precise 

legislative products to come from the EU legislator, but in this case the European system is 

not more beneficial than that of the U.S. 

The purpose of the EUTMR provision is to protect the proprietor of the earlier registered trade 

mark, the guarantee of origin and to prevent the consumer from wrongly thinking that there is 

any form economical link between two different undertakings. The Lanham Act aims to 

prevent confusion relating to the origin of product, that there would be an affiliation between 

the plaintiff and the defendant and that the defendant is somehow sponsored by the plaintiff. 

Both systems can therefore be said to have the same purpose and goals, whereas the Lanham 

Act as defined by federal case law is slightly more precise than its European counterpart. 

Both systems have a range of special factors to consider when analysing the likelihood of 

confusion. The U.S. Polaroid-factors take more into consideration than the European Sabèl-

factors. Even though both systems are not fully adapted to analyse the similarity of 

mechanical sounds, the U.S. system should still cope better since it not only considers more 

factors, its purpose is also more clearly defined. This makes an analysis easier to perform and 

it makes the outcome more predictable, which is something the law should always strive to 

be. The fact that only an aural comparison can be made, makes it difficult to perform an 

analysis of mechanical sounds. 

The temporal consideration taken by the Courts in each system indicate that trade marks in the 

U.S. enjoy broader protection since account is taken to confusion over time, and not just at the 

point-of-sale, as in European law. In regard to mechanical sounds however, it is most likely 

that post-sale confusion may arise. This is unfortunate since the ECJ has shown some interest 

in the concept, but still choosing to focus primarily on point-of-sale confusion. 

Both systems have similar definitions of what a reputed/famous mark is and they both require 

some form of link between the older and newer mark for trade mark dilution, something 

which is very likely in regard to mechanical sounds. 

Finally, we have also seen that through an analysis of the provisions protecting against the 

dilution of older reputed trade marks by the use of a newer and similar trade mark, that 

mechanical sounds should most likely not be granted trade mark protection. 
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Chapter 7 - Discussion and conclusion 

7.1 - The Legal Systems of the EU and the U.S. 
The multifaceted and intricate characteristics of European law makes it difficult to completely 

grasp its system and how to predict future developments. With the ECJ relying heavily on 

fundamental and general principles when interpreting European law through systematic and 

teleological methods and with the EU legislator producing very detailed legislative products, 

the two should complement each other very well. However, such is not always the case. It has 

been shown that it is the ECJ that drives the development of European law forward more than 

the EU legislator, making it difficult to predict the legal outcome in certain cases but also how 

the legal situation will be in the future. 

The U.S. has 51 legal systems at work at the same time, and even though federal law has 

superiority over state law, it is in theory supposed to be an exception to state law but has in 

real life come to regulate a great part of the American society. This makes it, in general, 

difficult to analyse a certain legal area since it could be regulated through both state and 

federal law. 

That being said, when it comes to the nationwide protection of trade marks, it is regulated at 

the federal level through the Lanham Act. In the EU, Union wide protection of trade marks is 

regulated through the EUTMR, meaning that both systems have a unitary character. We have 

also found that both systems aim to promote commerce by protecting the proprietors of trade 

marks and allowing for consumers to identify what products they prefer from those that they 

don’t. A fundamental difference however is that in the EU trade mark rights come from the 

registering of the trade mark at the Office, whereas in the U.S. trade mark rights arise from 

the adopted use of the trade mark in commerce and for registration in the U.S. 

7.2 - Can a mechanical sound be a trade mark at all? 
Based on how the EUTMR defines a trade mark, there is no reason why a mechanical sound 

could not become a registered trade mark. However, this requires that the mechanical sound 

in the application can be described in a way that would set it apart from other mechanical 

sounds for which trade mark protection is applied. 

This requirement is of course the same for all trade marks, but due to the fact that a 

mechanical sound can be either the result of design or as a by-product of the machine 

performing it purpose, the level of ease with which it can be described could vary greatly in 
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addition to it being harder to describe then other sounds e.g. a jingle being described with 

musical notation. 

In the U.S. this doesn’t appear to be that much of a problem, at least not in principle, since for 

registration the mechanical sound just needs to have been used in commerce and not come 

into conflict with a previously registered mechanical sound trade mark. The U.S. system can 

therefore be said to have a more market and commerce friendly approach.  

However, since the European system is more intricate in its definition of a trade mark and that 

trade mark rights arise in conjunction with registration, trade marks in Europe are more easily 

managed, and the protection of commerce, proprietor and consumer interests should be more 

fair and balanced. 

In summery, this means that a mechanical sound as such can absolutely be a trade mark, as 

long as it can be described properly in the trade mark application. 

7.3 - Are there any absolute grounds of refusal? 
7.3.1 - Distinctiveness 

The main purpose of trade marks, both in the EU and the U.S., is to identify the origin of a 

product, namely the identity of origin. This means the trade mark has to be distinctive enough 

to separate itself from other mechanical sounds, which again can be easier or harder to 

achieve depending on if the sound is designed with a specific intent or if it is a by-product. 

Both legal systems analyse distinctiveness from the consumers’ perception. The ECJ has 

chosen a path different from the one used in the U.S., and elaborates on the perception of the 

consumer, saying that the type of product the trade mark represents affects the level of 

attention required of the consumer when distinguishing between trade marks. A common 

product means a low level of attention that requires the trade mark to be highly distinctive. An 

expensive product means a high level of attention that only requires a low level of 

distinctiveness of the trade mark. The mechanical sound of an electrical tooth brush would 

therefore need to be very distinctive whereas the sound of an engine would require a lower 

level of distinctiveness. This system is very market and consumer orientated, but in regard to 

mechanical sounds it could be hard to apply since it could be very hard to differentiate 

between mechanical sounds from expensive products such as cars or motorcycles. In addition 

to the mechanical sound itself needing to be distinctive, so does the description of the sound. 

The ECJ has stated that signs with too vague descriptions are also barred from registration. 
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Perhaps a European version of the U.S. Abercrombie-system would be better suited for signs 

and trade marks, such as mechanical sounds, that don’t really benefit from the method thus far 

used by the ECJ. A mechanical sound can hardly ever be described as arbitrary or fanciful, 

but could perhaps be suggestive and therefore inherently descriptive, and it could definitely be 

“merely descriptive” and yet achieve distinctiveness through market use. A “Abercrombie-

styled” system should result in a more accurate analysis. 

7.3.2 - Descriptiveness 
European law has here again come to rely on a descriptiveness analysis based more on general 

principles in caselaw than on legislation. Descriptive signs are barred from registration 

because it is in the public interest and in the interest of fair market competition that such signs 

remain available for all to use. Such signs are those that are an indication, directly or 

indirectly, to designate the goods or services represented by the sign. The EU can therefore be 

said to have a more general analytical method than the U.S., who has an additional four tests 

applied within the Abercrombie system when trying to categorize a sign as suggestive or 

merely descriptive. These four tests could be said to be the result of the need of a more 

focused analysis, but that still has the same principles as European law driving the analysis. 

Since the European method is more general, it could be difficult to apply on mechanical 

sounds. The U.S. system with the four tests, (where only three are actually applicable on 

mechanical sounds) is if not easier, at least makes it more clear as to how to perform the 

analysis. 

7.3.3 - Customary 

Customary signs are not afforded trade mark protection since they are so common, even more 

so than descriptive marks, that it would go against public interest to grant these signs trade 

mark protection, at least not based on the registration of the sign. If on the other hand a 

customary mark through market use gains distinctiveness it can still be registered. This makes 

it very important to understand who the relevant public is for the sign, especially so in regard 

to mechanical sounds, since it is likely that in many cases it takes an especially interested 

audience or consumer base to identify the type of mechanical sound. 

Many people would likely categorise a certain mechanical sound as just that, a mechanical 

sound, the sound of a machine. For instance, with vehicle engines, it would most likely 

require someone with at least some interest in motor vehicles to immediately identify the 

sound of a certain engine. When it comes to more “famous” sounds, like that of a Harley-
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Davidson motorcycle engine, the relevant public should be much larger than just the public 

interested in cars or motorcycles. 

7.3.4 - Functionality 
The functionality barrier is probably the most interesting and important hurdle a mechanical 

sound needs to pass in order to be eligible for registration. 

The sound of a machine working can most likely be said to be one of the machines 

characteristics. If the sound is an intrinsic characteristic predetermined by the machine itself, 

the sound cannot be registered as a trade mark due to functionality. If, however the sound is 

not an intrinsic characteristic, but rather a trait developed specially to make the machine easily 

identifiable among other machines, it is more likely an idiosyncratic characteristic not 

inherently generic to the machine and would therefore be eligible for registration. This means 

that it is very important how the nature of goods and services and how the technical result of 

the machine is defined. 

If the nature of goods is described too narrow, registration will not be allowed since it will be 

more likely that the mechanical sound will be considered to be an intrinsic characteristic of 

the specific machine with that specific design. A broader description is therefore needed, 

whilst still being detailed enough to avoid being regarded as a too vague a description of the 

goods, since such a registration would give the proprietor protection in relation to a vast 

amount of similar types of goods. 

If the technical result can be described in such a way so it can be shown that the mechanical 

sound originates not from where the machine performs its intended purpose or technical 

result, but from another part of the machine performing a different technical result or task, 

registration could be possible. It should also be noted that the mechanical sound a machine 

makes can in itself hardly be considered to be essential for it to function, instead the sound is 

most likely always a by-product of the machine when performing its intended function. 

Should the mechanical sound consist of sounds from a part of the machine that is required in 

order to achieve the technical result, registration will not be allowed. The latter would 

logically seem to be the fact in most cases, making registration an almost impossible task 

since regardless from where the sound originates in a machine, all components of a machine 

could be said to be a contributing part of the technical result. 
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As with other parts of U.S. trade mark law, the U.S. employs a series of doctrines, factors and 

formulations that share a similar purpose with that of European trade mark law. In the In re 

Sutro-case we see how the TTAB has argued when it comes to the functionality aspect of 

potential trade mark signs. In the case at hand the TTAB accepted the arguments from the 

defendant that the sound mark was indeed a natural by-product of a pair of sunglasses being 

folded together, but that it did not place is competitors at a competitive, non-reputation 

related, disadvantage. The TTAB therefore does not per se have a problem with mechanical 

sound marks being a by-product of the technical function of the goods, as long as this does 

effect market competition in a non-reputation related manner. 

The “natural by-product” argument seems logical, but since even by-products can be seen as a 

characteristic that is the result of the technical function, such an argument would not be 

accepted by the ECJ or the Office. 

Harley-Davidson applied for trade mark registration in the U.S. for the sound of their 

motorcycles in 1994,230 and subsequently abandoned their attempt at registration after years of 

litigation.231 The possibility of registering the mechanical sound of a Harley-Davidson 

therefore never reached the courts or the TTAB for assessment. 

In his essay, Sapherstein looks closer as to what would happened if the Harley-Davidson 

sound would reach the TTAB or a court.232 Sapherstein conclude that it is at first likely that 

the sound of a Harley-Davidson would not acquire secondary meaning since it would be, in 

his opinion, unlikely that “blind” participants could pick out a Harley-Davidson amongst 

other motorcycle, but of more relevance is the functionality aspect. 

Sapherstein means that in the case of Harley-Davidson, the proposed trade mark “… is a 

function of its V-twin, common crankpin engine design, which is, in turn, essential to the “use 

of purpose” of the motorcycle, and the proposed trade mark therefore fails to live up to the 

requirements in the Qualitex-case.233 
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7.3.5 - Acquiring distinctiveness 

So long as a sign is not considered functional in any way, it can still become eligible for 

registration if it acquires distinctiveness through market use. European and U.S. trade mark 

systems both have similar provisions granting this possibility and both systems assess if 

distinctiveness has been acquired in very similar ways. 

In regard to mechanical sounds however, this is not of any mayor relevance, since if a 

mechanical sound is denied registration, it is most likely due to it being functional, which 

means it will never be able to acquire distinctiveness. 

In summary, this means that the absolute grounds of refusal constitute a mayor hurdle for 

mechanical sounds. Even if the mechanical sound is distinctive and non-descriptive, it runs a 

very high risk of being functional, and in many cases even the risk of being customary. 

7.4 - Are there any relative grounds of refusal? 
7.4.1 - Likelihood of confusion 

When it comes to the relative grounds of refusal, cases of double identity are today very rare 

as it is, and since such cases require the that the previously registered sign is identical with the 

proposed sign, a comparison would be simple since they are both stored digitally. However, 

when it comes to mechanical sounds that have been legally available to the general public for 

quite some time, like the sound of a Harley-Davidson engine, there is a risk that a previous 

and unregistered mechanical sound mark could hinder registration. 

Since the EUTM has a unitary character, the likelihood of confusion must be assessed 

throughout the entire EU. This means that if there is a likelihood of confusion in only a small 

part of the EU in which the previous mark is protected, refusal under art. 8.1.b will most 

likely occur.234 This also applies to unregistered trade marks if they are considered to be well-

known in a Member State in the meaning of art. 6 bis Paris Convention (art. 8.2.c 

EUTMR).235  

The way a likelihood of confusion assessment is done is basically the same in European and 

U.S. trade mark law, with the exception that in the U.S. more factors are considered. This 

should mean that the U.S. system is, in general, better equipped to analyse likelihood of 

confusion, at least in regard to more conventional signs.  
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However, if two identical mechanical sounds were in conflict, the matter should be quite easy 

to solve, regardless of legal system. Since sound marks without graphical representation are 

most likely stored digitally, it would be a simple task to compare the two sounds for 

similarities and a risk of confusion. The analysis would most likely be similar to the one made 

in music copyright infringement cases. However, regarding mechanical sounds that are only 

similar, the aim to analyse the overall impression made by the mechanical sounds becomes 

hampered, since compared to other trade marks and signs, only an aural comparison would be 

fruitful. 

Also, it should be noted that previously existing unregistered trade marks can become a 

challenge. Suppose that Harley-Davison Inc. wants to register the mechanical sound of their 

motorcycle engines as a EUTM. Even though this sound has “been around” for quite some 

time, it has never been protected under any form of intellectual property law, meaning that 

third-parties have been able to use the sound for their own purposes. Suppose that within a 

Member State a successful vendor of motorcycles/cars has been using the sound of a Harley-

Davidson in its marketing campaigns and has been doing so for quite some time. The sound 

of a Harley-Davidson could therefore very likely have become synonymous with that specific 

vendor which would result in a refusal of registration since the average consumer in that 

Member State could be confused if the sound is a trade mark of Harley-Davidson or the 

vendor.  

Should the sound instead have been used in the advertising for a travel agency that tries to 

give their campaigns an “edge” by incorporating typical masculine orientated signifiers, it is 

possible the registration would be possible since even though the sound has been used in 

trade, it has been done so in a completely different area of commerce. 

Regarding the temporal aspects of confusion, we have found that when it comes to 

mechanical sounds, the products emitting mechanical sounds worthy of trade mark protection 

are likely to be expensive products. This in turn means that any potential customer will most 

likely compare the product closely before buying, and therefore eliminating the effect of any 

pre-sale confusion and any point-of-sale confusion entirely. Post-sale confusion has however 

been found to be a risk in regard to mechanical sounds. 

7.4.2 - Dilution 

The anti-dilution provisions in each system aim to prevent detrimental effects to the 

distinctive character of reputed/famous marks. Both systems offer protection against dilution 
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for reputed/famous marks only, but the U.S. system appears to be more developed and it 

would seem to be apparent that it has the protection of market interests at heart, rather then 

the interests of consumers. However, in regard to mechanical sounds we have seen that due to 

the nature of the dilution protection systems, and the risk of confusing similarities between 

mechanical sounds, that such sounds should not be afforded trade mark protection at all, since 

the proprietor would in effect gain a form of market monopoly in having the only registered 

mechanical sound. 

7.5 - Conclusion 
After analysing the provisions of the EUTMR whilst asking if a mechanical sound could 

acquire trade mark registration I have found that mechanical sounds per se are eligible for 

trade mark registration.  

However, due to the absolute grounds of refusal and more specifically the bar for registering 

functional signs, I find it highly unlikely that we will ever see a mechanical sound as a trade 

mark. Also, mechanical sounds run a high risk of being considered descriptive if they are to 

be used as trade marks for the machines producing the mechanical sounds. After making 

comparisons between European and U.S. trade mark law I have found that even if the the U.S. 

system in general seems better equipped to handle the various assessments needed in trade 

mark law, it is only marginally more “friendly” towards the registration of mechanical sounds 

and would not necessarily grant protection to mechanical sounds. 

Finally, the relative grounds of refusal do not pose an inherently more significant threat to the 

registration of mechanical sounds as trade marks compared to other signs, with the exception 

for the anti-dilution provisions. As these provisions are formed today, a proprietor of a 

mechanical sound mark could very well run the risk of achieving near monopoly like standing 

on the market if his competitors also use mechanical sounds as trade marks. We have also 

seen that the existing method of trade mark analysis in European trade mark law is poorly 

equipped in regard to mechanical sounds and that the U.S. system is only marginally better 

suited. 

The chances of seeing a mechanical sound as a registered EUTM are therefore very slim. 
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